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I. Patentability Requirements 

A. Prior Art Invalidity 

1. Reference Disclosure 

a. Disclosure of Claims Modifying Written Description 

“Although claim 5 includes, in parentheses, reference numerals to [the prior art patent]’s 
only embodiment, and although that embodiment depicts the stud and orifice in the oppo-
site of the ’341 configuration, claim 5’s reference to these numerals does not limit the 
disclosure of the claims. Notably, [the prior art patent] expressly describes the referenced 
embodiment as a “non-limiting example.”” “[The prior art patent]’s claim 5 expressly 
discloses the ’341 configuration in reciting that the stud is “provided on one of the shutter 
blades” and the orifice is provided on “the blade of the other shutter.”” Grit Energy Sols., 
LLC v. Oren Techs., LLC, 2019-1063, 4/30/20. 

2. Anticipation (§ 102) 

a. Claim Interpretation 

i. Indefinite Claims 

“Here, even if claim 10 is indefinite, such a conclusion would not imply that it is incapable 
of being compared to prior art to determine if one of its alternatives is anticipated or would 
have been obvious on the grounds asserted.”  Cochlear Bone Anchored Sols. AB v. Oticon 
Med. AB, 2019-1105, 5/15/20. 

b. Known By Others In This Country 

“[T]he district court’s interpretation of § 102(a) was erroneous. This court has uniformly 
interpreted the “known or used” prong of § 102(a) to mean “knowledge or use which is 
accessible to the public.”” BASF Corp. v. SNF Holding Co., 2019-1243, 4/8/20. 

c. On Sale Bar 

i. Commercial Offer for Sale 

“For a typical acquisition such as this, the purchase of a company is not, under the patent 
law, tantamount to a purchase, or in inverse terms a sale, of every asset held by the acquired 
company.” BASF Corp. v. SNF Holding Co., 2019-1243, 4/8/20. 

ii. Offering a Process for Sale 

“The on-sale bar does not turn on whether or not the patentee’s process information and 
assistance are helpful to the licensee or whether the licensee is capable of performing the 
licensed process. [Process was not on sale because] the essential features of the claimed 
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process here were not embodied in a product sold or offered for sale before the critical 
date.” BASF Corp. v. SNF Holding Co., 2019-1243, 4/8/20. 

iii. Extent of Secrecy in Commercial Exploitation 

Metallizing held that “an inventor’s commercial exploitation of his invention before the 
critical date created a public-use bar—“regardless of how little the public may have learned 
about the invention.” At the same time, Metallizing reaffirmed the holding of Gillman that 
such exploitation by a third party does not create a public-use bar. The Metallizing rule was 
subsequently adopted as precedent by this court in Gore.” BASF Corp. v. SNF Holding 
Co., 2019-1243, 4/8/20 (citations omitted). 

d. Public Use Bar 

“If the use identified by the defendant was not successfully concealed or hidden from those 
who lack any “limitation or restriction, or injunction of secrecy,” then it is a public use 
within the meaning of § 102(b).” BASF Corp. v. SNF Holding Co., 2019-1243, 4/8/20 
(citations omitted) (quoting Egbert v. Lippmann, 104 U.S. (14 Otto) 333, 336 (1881)). 

e. Expert Testimony 

“Although Oren submitted expert testimony that a skilled artisan would not read Constantin 
as disclosing a pin and receptacle in the ’341 configuration, “we must disregard the 
testimony of an expert that is plainly inconsistent with the record.” See Homeland 
Housewares, LLC v. Whirlpool Corp., 865 F.3d 1372, 1378 (Fed. Cir. 2017).”  Grit Energy 
Sols., LLC v. Oren Techs., n. 5LLC, 2019-1063, 4/30/20. 

3. Obviousness (§ 103) 

a. Differences Between the Prior Art and the Claims at Issue 

i. Prior Art Overlaps with Claimed Range 

“We are thus presented with the question whether prior art ranges for solutions of 
structurally and functionally similar compounds that overlap with a claimed range can 
establish a prima facie case of obviousness. We conclude that they can and, in this case, 
do.” Valeant Pharm. Int’l, Inc. v. Mylan Pharm., Inc., 2018-2097, 4/8/20. 

ii. Claimed Properties 

“Nevertheless, [appellee] submits, methylnaltrexone, naloxone, and naltrexone function 
differently because of their structural differences, and nothing about the shared function of 
the drugs is relevant to their stability in solution.” “But the principle established in these 
cases applies more broadly: a person of skill in the art can expect that compounds with 
common properties are likely to share other related properties as well.”  Valeant Pharm. 
Int’l, Inc. v. Mylan Pharm., Inc., 2018-2097, 4/8/20. 
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iii. Common Sense Changes / Design Choices 

“Here, the Board’s invocation of common sense was properly accompanied by reasoned 
analysis and evidentiary support. The Board dedicated more than eight pages of analysis 
to the “second recess” limitation and relied on Mr. Anderson’s detailed expert testimony.” 
B/E Aerospace, Inc. v. C&D Zodiac, Inc., 2019-1935, 6/26/20. 

b. Motivation/Apparent Reason to Combine/Modify 

i. Portions of References Serve Similar Function 

“Importantly, the alleged novelty of the [challenged] patent is not related to the differences 
between [one approach to achieving a result] or [another approach to achieving that 
result].” “[W]e hold that the Board erred when it determined that a person of ordinary skill 
in the art would not have been motivated to combine the teachings of [a reference with the 
first approach] with [second reference]’s [disclosure of the second approach] to render 
obvious the limitation [requiring the second approach.]” “Rather, because [the first 
reference]’s [use of the first approach] and [the second reference]’s [use of the second 
approach] were both well known in the art, and were the only two identified, predictable 
solutions for [achieving the result], it would have been obvious to substitute [the second 
approach] in a combination of [the first reference] and [the second reference].” Uber 
Techs., Inc. v. X One, Inc., 2019-1164, 5/5/20. 

ii. Incompatible Reference Requirements 

“Fundamental differences between the references are central to this motivation to combine 
inquiry.” Adidas AG v. Nike, Inc., 2019-1787, 6/25/20. 

iii. Costs of Combining/Modifying 

 “[E]ven if we accept the Board’s factual determination that swapping [a reference]’s 
components would result in a more expensive system, that determination, standing alone, 
is insufficient to reject each of [appellants]’s arguments as to why a skilled artisan would 
have been motivated to make the proposed swap.”  Grit Energy Sols., LLC v. Oren Techs., 
LLC, 2019-1063, 4/30/20. 

c. Secondary Indicia of Nonobviousness 

i. Long-Felt Need 

Board’s finding that “any alleged, long-felt need was met by the teachings of” certain prior 
art references justified not weighing that secondary consideration in deciding obviousness. 
Nike, Inc. v. Adidas AG, 2019-1262, 4/9/20.  

ii. Licensing 

“Because the licenses include numerous intellectual property rights in addition to the ’038 
and ’574 patents, the agreements on their face do not establish a nexus between the 
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commercial interest in Firebug’s products and the claims of the ’038 and ’574 patents.”  
Shoes by Firebug LLC v. Stride Rite Children’s Grp., LLC, 2019-1622, 6/25/20. 

iii. Exclusion of Prior Art Results 

Board’s finding that “any alleged, long-felt need was met by the teachings of” certain prior 
art references justified not weighing that secondary consideration in deciding obviousness. 
Nike, Inc. v. Adidas AG, 2019-1262, 4/9/20. 

iv. Weighing with other Graham Factors 

“Accordingly, we conclude that the license agreements are entitled to limited weight and, 
weighing Firebug’s evidence of secondary considerations of nonobviousness, we discern 
no error in the Board’s ultimate conclusion of obviousness.”  Shoes by Firebug LLC v. 
Stride Rite Children’s Grp., LLC, 2019-1622, 6/25/20. 

d. Subject Matter as a Whole/Routine Additions 

“[T]he challenged claims would have been obvious because modifying the Admitted Prior 
Art/Betts combination to include a second recess was nothing more than the predictable 
application of known technology.” B/E Aerospace, Inc. v. C&D Zodiac, Inc., 2019-1935, 
6/26/20. 

e. Chemical Compounds 

i. Obvious to Try 

“The bounded range of pH 3 to 4 presents a finite number of narrower pH ranges for a 
skilled artisan to try. As a matter of math, there may be an infinite potential number of 
ranges within the range 3 to 4, but only if the realities of pH values (and the limitations of 
commercially available pH meters) are ignored.” Valeant Pharm. Int’l, Inc. v. Mylan 
Pharm., Inc., 2018-2097, 4/8/20. 

f. Predictable Arts and Short Written Descriptions 

Affirming obviousness after commenting in the introduction that: “The technology 
involved in this appeal is simple.” and “Each patent contains a two-page written 
description.” B/E Aerospace, Inc. v. C&D Zodiac, Inc., 2019-1935, 6/26/20. 

g. Design Patents 

Summary judgment vacated because there was a genuine dispute of fact material to the 
primary reference determination based on expert testimony that the proposed reference has 
“unusually broad front and rear chamfers and side surfaces’ and a ‘substantially wider 
surface,’ ‘lack[s] any outer shell-like feature or parting lines,’ lacks an aperture on its rear 
side, and ‘[has] small triangular elements illustrated on its chamfers.” Spigen Korea Co. v. 
Ultraproof, Inc., 2019-1435, 4/17/20. 
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h. Summary Judgment/JMOL 

i. Improper to Grant 

“The Board’s conclusion is supported by substantial evidence, namely the expert testimony 
of Mr. Anderson, who opined: [A] person of ordinary skill in the art would recognize that 
as a seat is moved further aft the seat support necessarily is also moved further aft. As the 
seat is moved aft the feet of the seat support may come into contact with the lower section 
of the wall. Creating one or more recesses to accommodate whatever portion(s) of the seat 
support that would contact the forward wall of the enclosure is the obvious solution to this 
known problem.” B/E Aerospace, Inc. v. C&D Zodiac, Inc., 2019-1935, 6/26/20. 

B. Invalidity Based on § 112 

1. Enablement (¶ 1) 

a. Summary Judgment/JMOL 

“[T]he [defendants] failed to identify with particularity any method of animation that falls 
within the scope of claim 1 and is not enabled. Without any specific examples, the district 
court’s reasoning is too abstract, too conclusory, to support summary judgment.” “these 
observations merely state the conclusion that the claims are too broad and the 
specification’s discussion is too narrow. The observations do not justify the conclusion 
with any concrete support.” McRO, Inc. v. Bandai Namco Games Am. Inc., 2019-1557, 
5/20/20. 

2. Indefiniteness (¶ 2) 

a. Functional Language 

Patent claims to a medical system with a functional limitation (paresthesia-free) that is 
patient-specific still held definite because “the asserted claims recite parameters for a 
system or device configured to generate a “paresthesia-free” signal. The specification 
teaches how to generate and deliver the claimed signals using the recited parameters.” 
Nevro Corp. v. Boston Scientific Corp., 2018-2220, 4/9/20. 

C. Section 101 

1. Abstract Idea Exclusion 

“Claims need not articulate the advantages of the claimed combinations to be eligible.” 
Uniloc USA Inc. v. LG Elecs. USA Inc., 2019-1835, 4/30/20. 

“[W]e conclude that claims 1 and 5 are directed to the abstract idea of controlling access 
to, or limiting permission to, resources. Although written in technical jargon, a close 
analysis of the claims reveals that they require nothing more than this abstract idea.” “But 
where, as here, the bulk of the claim provides an abstract idea, and the remaining limitations 
provide only necessary antecedent and subsequent components, the claim’s character as a 
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whole is directed to that abstract idea.” Ericsson Inc. v. TCL Commc’n Tech. Holdings, 
Ltd., 2018-2003, 4/14/20. 

“Verifying financial documents to reduce transactional fraud is a fundamental business 
practice that, without more, is not eligible for patent protection.” Bozeman Financial LLC 
v. Federal Reserve Bank of Atlanta, 2019-1018, 4/10/20. 

a. Claimed Subject Matter 

“[P]atent eligibility turns on the content of the claims, not merely on the number of words 
recited in the claims.” Elec. Commc’n Techs., LLC v. ShoppersChoice.com, LLC, 2019-
1587, 5/14/20. 

b. Improving Computer Functionality 

 “In cases involving software innovations, this inquiry often turns on whether the claims 
focus on specific asserted im-provements in computer capabilities or instead on a process 
or system that qualifies an abstract idea for which computers are invoked merely as a tool.” 
Uniloc USA Inc. v. LG Elecs. USA Inc., 2019-1835, 4/30/20. 

“[T]he claims at issue are directed to a patent-eligible improvement to computer 
functionality, namely the reduction of latency experienced by parked secondary stations in 
communication systems.”  Uniloc USA Inc. v. LG Elecs. USA Inc., 2019-1835, 4/30/20. 

“The claims at issue do not merely recite generalized steps to be performed on a computer 
using conventional computer activity. Instead, they are directed to “adding to each inquiry 
message prior to transmission an addi-tional data field for polling at least one secondary 
sta-tion.” See, e.g., ’049 patent at Claim 2. And this change in the manner of transmitting 
data results in reduced response time by peripheral devices which are part of the claimed 
system.”  Uniloc USA Inc. v. LG Elecs. USA Inc., 2019-1835, 4/30/20. 

c. Information Processing 

“[T]he process of recording authentication information—such as the customer’s name, 
address, and telephone number—and including that information in a subsequent 
communication with the customer is abstract not only because it is a longstanding 
commercial practice, but also because it amounts to nothing more than gathering, storing, 
and transmitting information.” Elec. Commc’n Techs., LLC v. ShoppersChoice.com, LLC, 
2019-1587, 5/14/20. 

Claim is “directed to an improved cardiac monitoring device and not to an abstract idea” 
even though its limitations are two “detector(s) to identify” certain information, “logic to 
determine a variability” in the detected information, “logic to identify a relevance of the 
variability,” and “an event generator to generate an event when the variability . . . is 
identified as relevant.”  CardioNet, LLC v. InfoBionic, Inc., 2019-1149, 4/17/20. 
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2. Stage of Case for Determination 

a. Motion to Dismiss 

i. Improper Fact Finding 

“Patent eligibility under § 101 is an issue of law that sometimes contains underlying issues 
of fact.”  Elec. Commc’n Techs., LLC v. ShoppersChoice.com, LLC, 2019-1587, 5/14/20. 

“[S]tep one of the Alice frame-work does not require an evaluation of the prior art or facts 
outside of the intrinsic record regarding the state of the art at the time of the invention.” 
CardioNet, LLC v. InfoBionic, Inc., 2019-1149, 4/17/20. 

ii. Treatment of Factual Allegations 

“Uniloc argues factual allegations in the complaint should have precluded granting a 
motion to dismiss. We do not agree. The district court correctly recognized that Uniloc’s 
purported factual allegations were conclusory statements regarding eligibility.”  Cisco 
Sys., Inc. v. Uniloc 2017 LLC, 2019-2048, 5/13/20 (nonprecedential). 

3. PTO Guidance 

“We are not, however, bound by the Office Guidance, which cannot modify or supplant 
the Supreme Court’s law regarding patent eligibility, or our interpretation and application 
thereof.” In re Rudy, 2019-2301, 4/24/20. 

II. Other Defenses 

A. Lack of Subject Matter Jurisdiction 

1. Counterclaim with a Federal IP Cause of Action 

“Section 1454 provides: A civil action in which any party asserts a claim for relief arising 
under any Act of Congress relating to patents, plant variety protection, or copyrights may 
be removed to the district court of the United States for the district and division embracing 
the place where the action is pending. 28 U.S.C. § 1454(a). We review de novo and apply 
Federal Circuit law on whether removal was proper under section 1454.”  Intellisoft, Ltd. 
v. Acer Am. Corp., 2019-1522, 4/3/20. 

“[Appellee] admits that the cross-complaint was not legally operative under state law and 
it would have “needed leave to amend to file the counterclaim.”” “Because [appellee]’s 
cross-complaint was not operative, it was never “asserted” under section 1454 and thus 
there was no basis for removal.”  Intellisoft, Ltd. v. Acer Am. Corp., 2019-1522, 4/3/20. 
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2. Standing (see also II.H) 

a. Constitutional Standing 

Even where “production of additional discovery” on standing occurred and “summary 
judgment on standing” was granted, “[a]s long as a plaintiff alleges facts that support an 
arguable case or controversy under the Patent Act, the court has both the statutory and 
constitutional authority to adjudicate the matter.” Schwendimann v. Arkwright Advanced 
Coating, Inc., 2018-2416, 5/13/20. 

b. Curing Standing Defects 

“When a court reforms a contract, it simply assures that the written instrument properly 
reflects the parties’ agreement. The agreement was effective when made, not as of the date 
of the reformation. The written instrument requirement in § 261 does not define when the 
agreement occurs, it merely requires that some writing confirm the fact of assignment. By 
virtue of the reformation, the written instrument was corrected nunc pro tunc, to the point 
of the assignment.” Schwendimann v. Arkwright Advanced Coating, Inc., 2018-2416, 
5/13/20. 

3. Substantial Question of Federal Patent Law 

a. Trade Secret Claims 

“[Appellee]’s arguments do not establish that [appellant]’s trade secret claim necessarily 
raised patent law issues. First, [appellant] did not need to prove inventorship under federal 
law to establish ownership.” “Second, [appellant] did not need to establish patent 
infringement to prove trade secrets misappropriation.”  “[A] plaintiff’s reliance on a pa-
tent as evidence to support its state law claims does not necessarily require resolution of a 
substantial patent question.”  Intellisoft, Ltd. v. Acer Am. Corp., 2019-1522, 4/3/20. 

b. Removal 

“The propriety of section 1441 removal depends here on whether [a party]’s state law 
claims could be brought in federal court pursuant to section 1338. We review de novo 
whether the district court had section 1338 jurisdiction, and apply Federal Circuit law.” 
Intellisoft, Ltd. v. Acer Am. Corp., 2019-1522, 4/3/20. 

B. Anti-Competitive Behavior 

1. Communications Regarding Patents 

“We have further held that “federal law requires a showing of bad faith” before a patentee 
can be enjoined from communicating his patent rights. A showing of “bad faith” must be 
supported by a finding that the claims asserted were objectively baseless. An asserted claim 
is objectively baseless if no reasonable litigant could realistically expect success on the 
merits.”  Myco Indus., Inc. v. BlephEx, LLC, 2019-2374, 4/3/20 (citations to GP Indus., 
Inc. v. Eran Indus., Inc., 500 F.3d 1369, 1374 (Fed. Cir. 2007) omitted). 
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“Even assuming the district court’s injunction is narrowly tailored to allegations of 
infringement and threats of litigation against Myco’s potential customers, the “medical 
practitioner immunity” provision of § 287(c) does not blanketly preclude a patent owner 
from stating that a medical practitioner’s performance of a medical activity infringes a 
patent.” Myco Indus., Inc. v. BlephEx, LLC, 2019-2374, 4/3/20. 

C. Medical Practitioner Defense 

“[I]f a medical practitioner’s performance of a medical activity infringes a patent claim, 
the patentee cannot seek a remedy for such infringement against the practitioner or related 
health care entity.”  Myco Indus., Inc. v. BlephEx, LLC, 2019-2374, 4/3/20. 

III. Literal Infringement 

A. Standard of Proof/Review 

1. ANDA Infringement 

a. Claims with Extended Expiration 

Even if a drug is within the scope of a claim extended for FDA approval, it does not infringe 
during the extension if does not use the active ingredient of the FDA approved product.  
“[A]n NDA holder is entitled to extend the term of only one patent for the corresponding 
approved product. Subsection (a) places several conditions on term extension for an NDA 
holder, including that the applicant’s approved NDA must be “the first permitted 
commercial marketing or use of the product.” Subsection (b) limits the scope of the patent 
extension to “any use approved for the product,” and further, for method of treatment 
patents, to uses also “claimed by the patent.” Critically, for the purposes of this appeal, 
subsection (f) defines “product” as “the active ingredient of . . . a new drug . . . including 
any salt or ester of the active ingredient.””  Biogen Int’l GmbH v. Banner Life Sciences 
LLC, 2020-1373, 4/21/20 (citations omitted). 

B. Design Patents 

1. Summary Judgment 

Summary judgment of noninfringement affirmed where “the district court struck the 
correct balance of considering the ornamental aspects of the design while remaining 
focused on how an ordinary observer would view the overall design.” Lanard Toys Ltd. v. 
Dolgencorp LLC, 2019-1781, 5/14/20. 

IV. DOE Infringement 

A. Dedication to the Public Bar 

“If the court concludes that the inventor dedicated an alleged equivalent to the public, the 
patent owner cannot prevail on its doctrine of equivalents infringement claim based on that 
equivalent.” Eagle Pharm., Inc. v. Slayback Pharma LLC, 2019-1924, 5/8/20. 
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“The disclosure-dedication doctrine does not require the specification to disclose the 
allegedly dedicated subject matter in an embodiment that exactly matches the claimed 
embodiment.” Eagle Pharm., Inc. v. Slayback Pharma LLC, 2019-1924, 5/8/20. 

1. Decided on the Pleadings 

“We find no error in the district court’s decision to grant judgment of non-infringement on 
the pleadings. The application of the disclosure-dedication doctrine is a question of law.” 
“Expert testimony is not always required for a district court to determine how a skilled 
artisan would understand a patent’s disclosure and claimed invention.” “Here, we conclude 
that the only reasonable inference that can be made from the patent disclosures is that a 
skilled artisan would understand the patents to disclose ethanol as an alternative to the 
claimed PG.” Eagle Pharm., Inc. v. Slayback Pharma LLC, 2019-1924, 5/8/20. 

B. FDA-Extended Claims 

“To infringe a patent claim extended under § 156, an accused product or process must meet, 
either literally or through equivalence, each individual element of the claim. But such a 
product or process cannot logically infringe an extended patent claim under equivalence if 
it is statutorily not included in the extension under § 156.”  Biogen Int’l GmbH v. Banner 
Life Sciences LLC, 2020-1373, 4/21/20. 

V. Relief 

A. Attorneys’ fees 

1. Exceptional Case (§ 285) 

a. Prevailing Party 

“The judgment of noninfringement was vacated only because the Appellants successfully 
invalidated the asserted claims in a parallel inter partes review proceeding, rendering moot 
Dragon’s infringement action. If anything, Appellants’ success in obtaining a judgment of 
noninfringement, although later vacated in view of Appellants’ success in invalidating the 
asserted claims, further supports holding that they are prevailing parties.” Dragon 
Intellectual Prop., LLC v. DISH Network LLC, 2019-1283, 4/21/20. 

“In this case, there was no such final court decision. A properly filed Rule 41(a)(1)(A)(i) 
voluntary dismissal becomes effective immediately upon plaintiff’s filing of the notice of 
dismissal.” “Because there is no final court decision here, Timney cannot be a prevailing 
party for purposes of attorney’s fees under § 285.” O.F. Mossberg & Sons, Inc. v. Timney 
Triggers, LLC, 2019-1018, 4/13/20. 
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b. Baseless Claims 

i. Statistical Outcome Analysis for Forum 

CAFC rejected argument that maintaining validity position was unreasonable “once the 
Patent Board instituted the IPR [], because (1) published statistics at the time indicated that 
the Patent Board cancels some of a patent’s instituted claims 85% of the time and cancels 
all of the instituted claims 68% of the time, (2) the Patent Board’s final decision found all 
[] claims unpatentable, and (3) this court summarily affirmed that decision.  IPR statistics 
combined with the merits outcome are not enough.”  Munchkin, Inc. v. Luv n’ Care, Ltd., 
2019-1454, 6/8/20. 

c. Fees Incurred in PTO Proceedings  

“Whether or not this court can award fees for work on appeal from a decision in an IPR, 
section 285 does not authorize this court to award fees for work that was done before the 
agency on appeal from an IPR.”  Amneal Pharm. LLC v. Almirall, LLC, 2020-1106, 
6/4/20. 

“We note that PPG Indus., Inc. v. Celanese Polymer Specialties Co., 840 F.2d 1565, 1569 
(Fed. Cir. 1988), which was not cited, is consistent with Hudson and our conclusion. In 
PPG, this court allowed for the award of fees where Patent Office “proceedings substituted 
for the district court litigation on all issues considered by the PTO and the Board.” Id. But 
it did so only with respect to fees incurred after the filing of a civil action, and the fees 
were awarded in that district court proceeding. The Patent Office proceedings were found 
by the district court to be intimately tied to the resolution of that action.” Amneal Pharm. 
LLC v. Almirall, LLC, 2020-1106, 6/4/20. 

d. Opinion Detail Required for Appellate Review 

“While we generally give great deference to a district court’s exceptional-case 
determination, a district court nonetheless must “provide a concise but clear explanation of 
its reasons for the fee award.”” “In the present case, the merits of the patent, trademark, 
and trade dress claims were all freshly considered issues for the district court, presented in 
the context of a fee motion, but [defendanty] failed to make the detailed, fact-based analysis 
of [plaintiff]’s litigating positions to establish they were wholly lacking in merit. The 
district court’s opinion granting a fee award likewise lacked adequate support.” Munchkin, 
Inc. v. Luv n’ Care, Ltd., 2019-1454, 6/8/20, quoting Hensley v. Eckerhart, 461 U.S. 424, 
437 (1983). 

“[W]e find the district court’s finding that the Playtex Twist ‘N Click cups represented 
“another indication of substantive weakness” of the ’993 patent’s validity to be wholly 
conclusory and cannot support a determination of exceptionality.” Munchkin, Inc. v. Luv 
n’ Care, Ltd., 2019-1454, 6/8/20. 
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2. Time of Request 

“The definition of judgment in Rule 54 indicates that some non-appealable orders can still 
constitute a judgment. [] This inclusive language reveals that Rule 54 “judgment” includes 
more than just appealable orders.”  Keith Mfg. Co. v. Butterfield, 2019-1136, 4/7/20. 

B. Multiple Claims or Patents 

Appellant asserted that “the district court erred in awarding damages to [patentee] based 
on [] infringement of claim 1 of the ’348 patent alone, where the jury verdict did not 
apportion damages between the ’348 and ’183 patents and where the ’183 patent claims 
were held invalid following the jury verdict. We discern no reversible error in the district 
court’s decision.” Hologic, Inc. v. Minerva Surgical, Inc., 2019-2054, 4/22/20. 

“A single damages award “can be sustained” if, despite the fact that some of the asserted 
claims were held invalid or not infringed subsequent to the award, “undisputed evidence” 
demonstrated that the sustained patent claim was necessarily infringed by all of the accused 
activity on which the damages award was based.” Hologic, Inc. v. Minerva Surgical, Inc., 
2019-2054, 4/22/20. 

C. Interest 

Federal Circuit “remand[ed] for the district court to award pre-judgment interest on the 
supplemental damages award from the date of infringement to June 3, 2019, and post-
judgment interest thereafter.”  Hologic, Inc. v. Minerva Surgical, Inc., 2019-2054, 4/22/20. 

VI. Claim Construction 

A. Claim Language 

1. Preambles 

a. Construed as Limitation 

i. Antecedant Reference 

“Because the claim requires that the illumination system be housed in the textile footwear 
recited in the preamble, the preamble is essential to understanding the structural limitations 
of the illumination system. Accordingly, rather than merely reciting an intended purpose 
of the claimed invention, we conclude that the preamble of claim 1 of the ’574 patent limits 
the scope of claims 1–10 of the ’574 patent to require the use of a textile upper.” Shoes by 
Firebug LLC v. Stride Rite Children’s Grp., LLC, 2019-1622, 6/25/20. 

b. Construed as not a Limitation 

“The preamble, then, cannot be said to provide essential structure or necessary meaning to 
the claimed invention because the same element—the footwear—is independently recited 
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in the body of the claim.”  Shoes by Firebug LLC v. Stride Rite Children’s Grp., LLC, 
2019-1622, 6/25/20. 

c. Only Some Portions Are Limiting 

“A conclusion that some preamble language is limiting does not imply that other preamble 
language, or the entire preamble, is limiting.” Cochlear Bone Anchored Sols. AB v. Oticon 
Med. AB, 2019-1105, 5/15/20. 

2. Plain and Ordinary Meaning 

“But the existence of one broader meaning in the field is not controlling. What matters is 
the meaning most appropriate in the context of the particular patent.” McRO, Inc. v. Bandai 
Namco Games Am. Inc., 2019-1557, 5/20/20. 

a. Exceptions 

i. Lexicography 

[Parenthetical with e.g.] “does not meet the exacting standard for redefining.”  Nevro Corp. 
v. Boston Scientific Corp., 2018-2220, 4/9/20. 

3. Open/Closed Claims, Generic and Negative Limitations 

a. Identifiers: said, the, a, at least one, each, unitary, plurality, 
first, member, component, particular 

The rule that “a” means one or more is specific to open-ended claims.  However, in 
considering the use of that article in a specification’s definition: “This specific canon of 
claim construction has no bearing here.” McRO, Inc. v. Bandai Namco Games Am. Inc., 
2019-1557, 5/20/20. 

b. Defining/Positioning/Connecting Terms 

“The term “vertex” naturally carries a spatial meaning, as do the words “from” and “to,” 
and they imply that a delta is a direct path from the vertex (a spatial point) on the reference 
to the vertex (a spatial point) on the morph target, i.e., a three-dimensional vector.” McRO, 
Inc. v. Bandai Namco Games Am. Inc., 2019-1557, 5/20/20. 

c. Range Limitations and Measurements 

Claimed measurement based on a “heat sink” having certain characteristics is met by 
structure having multiple heat sinks as long as one of them has the characteristics and meets 
the measurement even if the measurement would not be met taking all heat sinks into 
account, because comprising indicates that other heat sinks can be present.  Tech. 
Consumer Prods., Inc. v. Lighting Sci. Grp. Corp., 2019-1361, 4/8/20. 
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d. Conjunctions 

“The use of the disjunctive [and/or] creates three alternative subsets of claim coverage.”  
Cochlear Bone Anchored Sols. AB v. Oticon Med. AB, 2019-1105, 5/15/20. 

4. Functional and Structural Language 

a. Capable/Adaptable/Adjustable Elements 

“We have previously held that the claim term “adapted to” generally means “made to,” 
“designed to,” or “configured to” perform the stated function, and we have not introduced 
a subjective element into the construction of the phrase.” Cochlear Bone Anchored Sols. 
AB v. Oticon Med. AB, 2019-1105, 5/15/20. 

B. Written Description 

1. Differences Between Claim Language and Specification Language 

Advantage discussed in specification not required by particular limitation.  “To be certain, 
the specification emphasizes the importance of moisture removal. But neither the plain 
claim language “applicator head” nor the specification includes a moisture removal 
requirement in the applicator head.”  Hologic, Inc. v. Minerva Surgical, Inc., 2019-2054, 
4/22/20. 

2. Advantages/Purposes/Problems Addressed 

Advantage discussed in specification not required by particular limitation.  “To be certain, 
the specification emphasizes the importance of moisture removal. But neither the plain 
claim language “applicator head” nor the specification includes a moisture removal 
requirement in the applicator head.”  Hologic, Inc. v. Minerva Surgical, Inc., 2019-2054, 
4/22/20.  

C. Prosecution History 

1. Examiner's Statements 

“During prosecution of the patent application, the applicant rejected the examiner’s 
suggestion to add “contacting at least an inner edge portion of the eyelid margin” to claim 
1. Instead, the applicant and examiner compromised with the limitation, “contacting a 
portion of the eye between the eye lashes and the inner edge of the eyelid margin,” implying 
that claim 1 recites a method of using a device with the capability of accessing the inner 
edge, but not requiring such contact during use.” Myco Indus., Inc. v. BlephEx, LLC, 
2019-2374, 4/3/20 (record citations omitted) (emphases in original). 
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D. Term-Specific Case Law 

“And our construction of different claims in different patents is insufficient to overcome 
the plain language of the claims and the specification here.” Nevro Corp. v. Boston 
Scientific Corp., 2018-2220, 4/9/20. 

VII. Procedural Law 

A. Preclusion 

1. Claim Preclusion - Res Judicata 

a. Timing of Accused Acts 

“We have generally held that claim preclusion cannot apply to acts of alleged infringement 
that occur after the final judgment in the earlier suit.” In re: PersonalWeb Techs. LLC, 
2019-1918, 6/17/20. 

b. Different Accused Products/Processes 

“Claim preclusion does not apply unless the products or processes are essentially the 
same.” In re: PersonalWeb Techs. LLC, 2019-1918, 6/17/20. 

“[R]egardless of the breadth of the specific infringement theories [patentee] pursued in the 
Texas case, it is clear that the complaints in the customer cases and the complaint in the 
Texas case relate to the same set of transactions.” “At most, PersonalWeb has shown that 
it emphasized different facts in support of a different theory of infringement in the prior 
case. But that is not enough to avoid claim preclusion.” In re: PersonalWeb Techs. LLC, 
2019-1918, 6/17/20. 

2. Kessler Doctrine 

“After the district court issued its claim construction order in the Texas case, PersonalWeb 
stipulated to the dismissal of all its claims against Amazon with prejudice.” “[T]he 
judgment in the Texas case, pursuant to a with-prejudice dismissal, protected Amazon’s 
S3 product from subsequent infringement challenges, even when those challenges were 
directed at Amazon’s customers rather than at Amazon itself.” In re: PersonalWeb Techs. 
LLC, 2019-1918, 6/17/20. 

B. Setting Aside Judgment (60(b)) 

1. Change in Law 

Relief denied based on failure to appeal when pending Supreme Court case made change 
in law foreseeable.  Medinol Ltd. v. Cordis Corp., 2019-1826, 6/12/20 (nonprecedential). 
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C. Discovery/Evidence 

1. Attorney Argument 

a. Statements/Admissions against interest 

“The Board erred in refusing to consider Boston’s Preliminary Patent Owner Response 
admission when it was weighing the evidence supporting each side’s understanding of 
Sackier. This is not a question we have expressly addressed before. It is well established, 
however, that a statement made by a party in an individual or representative capacity may 
be offered as evidence against that party. We hold, therefore, that an admission in a 
preliminary patent owner response is evidence appropriately considered by a factfinder. 
The amount of weight to give an admission is, however, properly considered in the first 
instance by the factfinder. Accordingly, we vacate the Board’s finding that Sackier and 
Nishioka do not render claims 4–6, 15, and 20 obvious, and remand for the Board to 
consider, in the first instance, Boston’s admission and the impact of that admission on the 
balance of the evidence.”  Cook Grp. Inc. v. Bos. Sci. Scimed, Inc., 2019-1370, 4/30/20 
(nonprecedential) (citations omitted). 

VIII. Federal Circuit Appeals 

A. New Arguments/Issues on Appeal/Waiver/Judicial Estoppel 

1. District Court/ITC Appeals 

a. Arguments Regarding Summary Judgment or JMOL 

Federal Circuit rejects argument that defendant “waived any right to appeal the issue of 
ineligibility under § 101 by failing to raise it in a motion for judgment as a matter of law 
under Federal Rule of Civil Procedure 50.” “Even under Fifth Circuit law, however, the 
district court effectively granted summary judgment of eligibility to Ericsson, which we 
may review.” “[T]o the extent the issue of patent eligibility in this case was waived (it was 
not, for the reasons discussed above), both circuits’ precedent supports our decision to 
exercise our discretion and hear the issue.” Ericsson Inc. v. TCL Commc’n Tech. Holdings, 
Ltd., 2018-2003, 4/14/20. 

2. PTO Appeals 

a. Appeals from PTAB Decision 

“Because the issue is narrow and legal, and the parties are not prejudiced by our resolution, 
we exercise our discretion to reach the issue.”  Bozeman Financial LLC v. Federal Reserve 
Bank of Atlanta, 2019-1018, 4/10/20. 
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B. Cross-Appeals v. Alternate Bases for Affirmance 

1. Refuse to Consider Alternative Grounds for Appealed Judgment 

Appellee “presents four alternative grounds for affirming . . . . Three of these grounds . . . 
were not decided by the district court. We therefore decline to decide these issues in the 
first instance.” Spigen Korea Co. v. Ultraproof, Inc., 2019-1435, 4/17/20. 

“Keith raises additional grounds for affirming the district court’s decision . . . . We decline 
to address these grounds at this time because they were not part of the district court’s 
holding.” Keith Mfg. Co. v. Butterfield, 2019-1136, 4/7/20. 

C. Standards of Review and Record/Appendix on Appeal 

1. Substantial Evidence Threshold 

a. Expert Testimony 

i. Substantial 

“The Board’s conclusion is supported by substantial evidence, namely the expert testimony 
of Mr. Anderson, who opined: [A] person of ordinary skill in the art would recognize that 
as a seat is moved further aft the seat support necessarily is also moved further aft. As the 
seat is moved aft the feet of the seat support may come into contact with the lower section 
of the wall. Creating one or more recesses to accommodate whatever portion(s) of the seat 
support that would contact the forward wall of the enclosure is the obvious solution to this 
known problem.” B/E Aerospace, Inc. v. C&D Zodiac, Inc., 2019-1935, 6/26/20. 

b. Attorney statements against interest 

“It is well established, however, that a statement made by a party in an individual or 
representative capacity may be offered as evidence against that party.” “The amount of 
weight to give an admission is, however, properly considered in the first instance by the 
factfinder.”  Cook Grp. Inc. v. Bos. Sci. Scimed, Inc., 2019-1370, 4/30/20 
(nonprecedential) (citations omitted). 

D. Harmless Error 

1. Harmless Error in Improperly Relying on Document 

“The Board fully articulated its conclusion of obviousness, and we conclude that 
substantial evidence supports the Board’s determination of obviousness independent of the 
design drawings. Accordingly, we need not reach the issues raised by B/E on whether the 
Board ran afoul of § 311(b) by considering the design drawings.” B/E Aerospace, Inc. v. 
C&D Zodiac, Inc., 2019-1935, 6/26/20. 
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2. Flawed Claim Construction 

“Thus, although we agree with Firebug that the preamble of claim 1 of the ’574 patent 
limits the challenged claims to require textile footwear, we conclude that the Board’s 
ultimate conclusion of obviousness is correct under the proper claim construction and that 
the Board’s error was therefore harmless.” Shoes by Firebug LLC v. Stride Rite Children’s 
Grp., LLC, 2019-1622, 6/25/20. 

Board’s construction of “wall,” yet ESIP “fail[s] to clearly explain what result would occur 
if this court adopted [the appellant’s] proposed claim construction[].” ESIP Series 2, LLC 
v. Puzhen Life USA, LLC, 2019-1659, 5/19/20. 

3. Level of Ordinary Skill 

“ESIP claims that the Board legally erred by failing to expressly define the applicable level 
of ordinary skill in the art[, yet] fails to make the requisite showing that there are “any 
meaningful differences” between the parties proposed definitions or that “the outcome of 
[the] case would have been different based on which definition the Board used.” ESIP 
Series 2, LLC v. Puzhen Life USA, LLC, 2019-1659, 5/19/20. 

4. PTAB Decisions 

“Thus, although we agree with Firebug that the preamble of claim 1 of the ’574 patent 
limits the challenged claims to require textile footwear, we conclude that the Board’s 
ultimate conclusion of obviousness is correct under the proper claim construction and that 
the Board’s error was therefore harmless.” Shoes by Firebug LLC v. Stride Rite Children’s 
Grp., LLC, 2019-1622, 6/25/20. 

IX. Patent Office Proceedings 

A. Reexamination 

1. Inter Partes 

a. Constitutionality 

Arthrex “compels that we reach the same conclusion [that APJs were unconstitutionally 
appointed] in the context of inter partes reexaminations.” VirnetX, Inc. v. Cisco Sys., Inc., 
2019-1671, 5/13/20. 

B. Inter Partes Review 

1. Institution 

a. Persons who can file 

“The Banks are not structured as government agencies. The Banks do not receive 
congressionally appropriated funds. No Bank official is appointed by the President or any 
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other Government official. Moreover, the government exercises limited control over the 
operation of the Banks. Instead, the “direct supervision and control of each Bank is 
exercised by its board of directors.” And the Banks cannot promulgate regulations with the 
force of law. For these reasons, we conclude that the Banks are distinct from the 
government for purposes of the AIA.” Bozeman Financial LLC v. Federal Reserve Bank 
of Atlanta, 2019-1018, 4/10/20. (citations omitted) (quoting 12 U.S.C. § 301). 

b. Time limit under section 315(b) 

i. Real Party in Interest 

“[A] challenge to the Board’s “real parties in interest” determination “raises ‘an ordinary 
dispute about the application of’ an institution-related statute,” and that § 314(d) precludes 
our review of that determination.”  ESIP Series 2, LLC v. Puzhen Life USA, LLC, 2019-
1659, 5/19/20. 

2. Burdens of Proof 

a. Obviousness 

i. Secondary Considerations 

Secondary considerations raised in POR then rebutted in Reply require request for sur-
reply or waiver occurs.  “[Patentee] asserts that “there was no opportunity for [it] to [raise 
this argument] in writing, as [petitioner] made its claim construction arguments for the first 
time in its Reply.” Appellant’s Br. 69 (citing J.A. 742–43 ([Petitioner]’ Reply)). This is 
inadequate. [Patentee]  could have requested leave to submit a surreply—it did not.” Bos. 
Sci. SciMed, Inc. v. Iancu, 2018-2004, 5/6/20 (nonprecedential). 

3. Appeal 

a. Claim Construction 

i. Indicated By Findings 

“Because the Board’s findings of fact are divorced from the plain language of the claim, 
and are further premised on an incorrect interpretation of our case law, we hold that they 
are not supported by substantial evidence.” Tech. Consumer Prods., Inc. v. Lighting Sci. 
Grp. Corp., 2019-1361, 4/8/20. 

b. Jurisdiction Over Appeals Challenging PTAB Decisions 

i. Petitioner Appeals of Final Written Decision 

Constitutional standing for petitioner to appeal where (1) over 6 years previously patentee 
accused petitioner “based on [petitioner’s] introduction of its “Primeknit” products, of 
infringing one of [patentee]’s “Flyknit” patents—specifically, a German patent—and 
expressed its intent “to protect [patentee’s] rights globally in the future against further 
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infringing acts” by [petitioner]”; (2) petitioner “markets shoes that contain Primeknit-based 
uppers in the United States”; (3) “Although [patentee] has not yet accused [petitioner] of 
infringing the [IPRed] patents, [patentee] has asserted [one of those patents] against a third-
party product similar to [petitioner’s] footwear”; (4) “In 2019, [patentee] told this court 
that “five months after [it] announced FLYKNIT, [petitioner] announced a similar product 
of its own that it called ‘Primeknit’”; and (5) “Moreover, [patentee] has refused to grant 
[petitioner] a covenant not to sue, confirming that [petitioner’s] risk of infringement is 
concrete and substantial.” Adidas AG v. Nike, Inc., 2019-1787, 6/25/20. 

“[A]lthough [appellant] transferred ownership of the products accused of infringement in 
that suit, that does not absolve [appellant] of liability for actions it took before the transfer. 
Under these circumstances, [appellant] has shown that there exists a controversy of 
sufficient immediacy and reality to warrant the requested judicial relief.” “Past activities, 
like present and potential future activities, can create a controversy between two parties.” 
Grit Energy Sols., LLC v. Oren Techs., LLC, 2019-1063, 4/30/20. 

Appeal dismissed.  “No ANDA has been filed here, and [appellant] has not provided 
evidence showing that it would bear the risk of any infringement suit or anything related 
to its involvement in the ANDA process beyond generic statements.” “[I]ts assertion that 
it will suffer at least $10–50 million per year in lost profits once the FDA grants provisional 
approval to the ANDA is both conclusory and speculative.” Argentum Pharm. LLC v. 
Novartis Pharm. Corp., 2019-2054, 4/22/20. 

c. Misapprehension of Board Findings 

“As an initial matter, [appellee] wrongly asserts that the Board agreed with or adopted these 
factual contentions. It did not. The Board merely included this argument in its recitation of 
[appellee]’s contentions.”  Uber Techs., Inc. v. X One, Inc., 2019-1164, 5/5/20. 

4. Scope of Estoppel 

“But because this theory—i.e., that claims 5, 8, 17, and 19 of the ’751 patent are invalid 
under a theory of collateral estoppel in a district court proceeding—is not one Cook 
“reasonably could have raised” in the IPR proceeding, Cook may still assert this theory in 
district court.”  Bos. Sci. Scimed, Inc. v. Cook Grp. Inc., 2019-1594, 4/30/20 
(nonprecedential).   

5. Board Final Written Decision 

a. New Theories Adopted by Board 

Board decision “denying [] request to enter substitute claims 47–50” vacated because 
“Board violated the notice provisions of the APA by finding that a limitation of substitute 
claim 49 was well-known in the art based on a prior art reference that, while in the record, 
was never cited by [petitioner] for disclosing that limitation.” Nike, Inc. v. Adidas AG, 
2019-1262, 4/9/20. 
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“If the Board sua sponte identifies a patentability issue for a proposed substitute claim, 
however, it must provide notice of the issue and an opportunity for the parties to respond 
before issuing a final decision under 35 U.S.C. § 318(a).” Nike, Inc. v. Adidas AG, 2019-
1262, 4/9/20. 

b. Alternative Determinations 

“However, we agree with Stride Rite that even though the preamble is limiting with respect 
to the challenged claims of the ’574 patent, the Board’s alternative determination that the 
references nevertheless disclose the limitation is supported by substantial evidence. Thus, 
our conclusion does not upset the Board’s overall conclusion of obviousness.” Shoes by 
Firebug LLC v. Stride Rite Children’s Grp., LLC, 2019-1622, 6/25/20. 

6. Interaction with Litigation 

“Our affirmance of the Board’s invalidity decision in Hologic is dispositive of the validity 
of the ’183 patent claims, regardless of how the validity question came to this court, and 
regardless of whether assignor estoppel bars Minerva from challenging the patent’s validity 
in this district court case.” Hologic, Inc. v. Minerva Surgical, Inc., 2019-2054, 4/22/20. 

C. Interpretation of Statutes and Regulations 

1. Non-Jurisdictional Challenges 

Challenges to “examiner’s request for rehearing” and denial of “petition, requesting that 
the Technology Center Director designate certain portions of the examiner’s answer as new 
grounds of rejection” as procedurally improper in district court properly dismissed for 
“lack of subject matter jurisdiction because the PTO had not taken final agency action.”  
Odyssey Logistics & Tech. Corp. v. Iancu, 2019-1066, 5/22/20. 

2. Challenges under APA 

Challenge to constitutionality of “PTO’s 2011 amendments” subject to “28 U.S.C. § 2401, 
the six-year statute of limitations for challenges to agency action.” Odyssey Logistics & 
Tech. Corp. v. Iancu, 2019-1066, 5/22/20. 
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