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EXPERT INTERVIEW

Q&A: Benoît Battistelli, top European patent 
official, on patent eligibility and Brexit
(Reuters) – Benoît Battistelli, president of the European Patent Office, speaks about 
Europe’s emphasis on patent quality, estimates that the United States and Europe 
are moving closer together on issues of patent eligibility and expresses optimism that 
the much-anticipated Unified Patent Court will go ahead despite Britain’s June vote 
to leave the European Union, otherwise known as Brexit.

SUPREME COURT

U.S. top court refuses to hear Redskins  
trademark appeal
(Reuters) – The U.S. Supreme Court on Oct. 3 declined to hear an appeal by the 
Washington Redskins challenging a federal agency’s decision to cancel the National 
Football League team’s trademarks after finding the name disparaging to Native 
Americans.

REUTERS/Benjamin Myers

The Washington Redskins, whose stadium is shown here, sought Supreme Court review of 
a PTO decision canceling six trademarks the team held.

Pro-Football Inc. v. Blackhorse et al.,  
No. 15-1311, cert. denied (U.S. Oct. 3, 
2016).

While the justices refused to hear the 
team’s appeal, the issues it raises are 
part of another case that the court 
recently agreed to hear involving 
the Oregon-based Asian-American 
rock band The Slants whose bid for 
trademark protection of its name 
was denied by the U.S. Patent 
and Trademark Office. Lee v. Tam, 
No. 15-1293, 2016 WL 1587871 (U.S. 
Sept. 29, 2016).

Both the band and the team 
have argued that a 1946 federal 
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PATENT

PTAB’s time-bar decision not appealable, Federal Circuit says
By Patrick H.J. Hughes

The Patent Trial and Appeal Board’s decision finding the Patent Act’s one-year time bar did not apply to an inter partes 
review proceeding could not be reviewed on appeal, the top patent appeals court said.

REUTERS/Mike Segar

Wi-Fi One owns a patent for a method of improving the quality 
of messages on mobile devices by more efficiently telling a 
sender about any errors that occurred in a communication.

Wi-Fi One LLC v. Broadcom Corp., No. 15-1944, 
2016 WL 4933298 (Fed. Cir. Sept. 16, 2016).

The U.S. Court of Appeals for the Federal 
Circuit rejected patent holder Wi-Fi One’s 
argument that the U.S. Supreme Court left 
the door open for certain appeals of decisions 
made during inter partes reviews.

The majority opinion, filed by Judge William C.  
Bryson, said the recent holding in Cuozzo 
Speed Technologies LLC v. Lee, 136 S. Ct. 
2131 (2016), did not change the Patent Act’s 
restriction on appeals of PTAB time-bar 
decisions.

Judge Jimmie V. Reyna filed a concurring 
opinion objecting to the majority’s reasoning.

PATENT ACT SECTION 315(B)

Wi-Fi One owns U.S. Patent No. 6,772,215, a 
method of improving the quality of messages 
on mobile devices by more efficiently telling 
a sender about any errors that occurred in a 
communication.

The product of eight inventors, the  
’215 patent was originally assigned to 
Stockholm-based telecom Ericsson.

Wi-Fi One was established in Plano, Texas,  
as the exclusive licensor of the ’215 patent, 
one of many transferred from Ericsson.

Ericsson had asserted the ’215 patent and 
others against D-Link, Netgear and other 
tech companies beginning in 2010.

Broadcom, a wireless and broadband 
company headquartered in Irvine, California, 
was added to the litigation later.

In 2013 Broadcom filed a petition with the 
PTAB to have the ’215 patent subjected to an 
inter partes review, otherwise known as an 
IPR, a patent review proceeding the America 
Invents Act established in 2012.

Wi-Fi One opposed the petition, saying 
Broadcom was barred from filing under 
Section 315(b) of the Patent Act, 35 U.S.C.A. 
§ 315(b).

Wi-Fi One claimed Broadcom was in  
privity with the tech companies targeted in 

the 2010 suit that were time-barred, and 
Section 315(b) requires petitions to be “filed 
no more than one year after the date on which 
the petitioner … or privy of the petitioner is 
served with a complaint.”

When Wi-Fi One filed a motion seeking 
discovery to support its argument, the PTAB 
denied the request and instituted the IPR.

In March 2015 the PTAB found the  
’215 patent invalid. Broadcom Corp. v. Wi-Fi 
One, No. IPR2013-601, 2015 WL 1263008 
(P.T.A.B. Mar. 6, 2015).

Wi-Fi One appealed.

TIME BAR APPEALABLE?

On appeal, the Federal Circuit addressed 
whether Wi-Fi One’s argument — that it 
should have been allowed to seek discovery 
to support its privity argument — was 
appealable.

The three-judge panel noted the Federal 
Circuit had decided it was prohibited from 
reviewing Section 315(b) decisions in Achates 
Reference Publishing v. Apple Inc., 803 F.3d 
652 (Fed. Cir. 2015).

However, this decision was implicitly 
overruled by the Supreme Court’s ruling in 
Cuozzo, Wi-Fi One argued.

While the high court found decisions to 
institute IPRs nonappealable, it qualified this 
holding by saying this prohibition applies only 
to appeals “closely tied to the application 
and interpretation of statutes related to the 

patent office’s decision to initiate inter partes 
review,” the panel noted, quoting Cuozzo.

Wi-Fi One said this meant time-bar decisions 
could be appealed.

The panel rebuffed Wi-Fi One’s argument, 
saying Section 315’s time bar does relate 
to decisions to initiate an IPR, and it found 
Wi-Fi One’s arguments to the contrary 
“unavailing.”

Wi-Fi One said the reviewability ban was 
limited to Section 314 provisions, because 
Section 314(d) of the Patent Act, 35 U.S.C.A. 
§  314(d), says the decision “whether to 
institute an inter partes review under this 
section” shall be nonappealable.

The panel rejected this argument as well. 
“The words ‘under this section’ in Section 314 
modify ‘institute,’” the panel said, refusing to 
review the privity argument. The panel also 
affirmed the invalidity ruling.

CONCURRING OPINION

While the panel affirmed all the PTAB 
decisions over the ’215 patent, Judge Reyna 
filed a concurring opinion saying the Federal 
Circuit should be allowed to review Section 
315(b) decisions.

He called the time-bar question “immaterial” 
to the PTAB’s decision to initiate an IPR, 
saying Section 315(b) deprives the PTAB of 
jurisdiction to make such a decision.

“Compliance with the time bar is part of the 
statutory basis on which the final decision 
rests, despite the fact that the question is first 
evaluated at the outset of the proceeding,” 
Judge Reyna concluded.  WJ

Attorneys:
Appellant: Douglas A. Cawley, McKool Smith, 
Dallas, TX; Donald Puckett, Nelson Bumgardner 
PC, Dallas, TX; Peter J. Ayers, Lee & Hayes, 
Austin, TX

Appellee: Dominic E. Massa, Kevin A. Goldman, 
Zachary P. Piccolomini and Kate Saxton, Wilmer 
Cutler Pickering Hale & Dorr, Boston, MA

Related Court Documents: 
Federal Circuit opinion: 2016 WL 4933298 
PTAB decision: 2015 WL 1263008
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PATENT

PTAB assignor estoppel ruling not appealable,  
Federal Circuit says
By Patrick H.J. Hughes

The Patent Trial and Appeal Board’s decision to reject a patent holder’s objection to a review proceeding on assignor 
estoppel grounds cannot be reviewed on appeal, a Federal Circuit panel has ruled.

“The question of whether the board properly ruled on the 
application of assignor estoppel to this case is clearly subject to 
this court’s judicial power of review,” the dissenting judge said.

Husky Injection Molding Systems Ltd. v. 
Athena Automation Ltd., Nos. 15-1726  
and 15-1727, 2016 WL 5335500 (Fed. Cir. 
Sept. 23, 2016).

The U.S. Court of Appeals for the Federal 
Circuit said it was barred from considering 
whether an inventor can file a petition 
seeking to have his patent — which 
belongs to a company no longer associated  
with him — invalidated through one of the 
PTAB’s patent review processes.

In a 2-1 decision, the panel dismissed 
Canadian machinery supplier Husky 
Injection Molding Systems’ appeal for lack of 
jurisdiction.

Judge S. Jay Plager dissented, saying 
estoppel considerations are one of the limited 
exceptions for reviewability the U.S. Supreme 
Court noted in Cuozzo Speed Technologies v. 
Lee, 136 S. Ct. 2131 (2016).

All three Federal Circuit judges sided with 
Husky competitor Athena Automation Ltd. 
on its cross-appeal over several claims the 
PTAB said were not invalid as anticipated, 
and the panel remanded the case to the 
board for a decision on the merits.

This opinion comes a week after the Federal 
Circuit deferred to the PTAB in Wi-Fi One LLC 
v. Broadcom Corp., No. 15-1944, 2016 WL 
4933298 (Fed. Cir. Sept. 16, 2016). 

REJECTING ASSIGNOR ESTOPPEL

In August 2008 Husky was granted U.S. 
Patent No. 7,670,536, which covered a 
clamp used in molding machines that inject 
moldable plastic materials into cavities 
under pressure.

Robert D. Schad, one of the inventors listed 
on the ’536 patent, filed the application when 
he was the owner of Husky, a Bolton, Ontario-
based supplier of molding mechanisms.

According to the Federal Circuit opinion, 
Schad assigned the patent rights to Husky 
before the patent was granted.

He then sold the company to a private equity 
group and started Athena Automation in 
Vaughan, Ontario, the opinion said.

A few years later, Athena petitioned the PTAB 
for an inter partes review proceeding, an 
adversarial process during which the board 
considers the validity of an issued patent.

The current head of Husky objected to 
the IPR, saying Schad, as head of Athena, 
was barred from filing a petition based on 
assignor estoppel, a doctrine that prohibits a 
patent’s inventor “or one in privity with him” 
from attacking the validity of that patent.

The PTAB rejected Husky’s objection and 
instituted the IPR. Athena Automation Ltd. v. 
Husky Injection Molding Sys., IPR2013-290, 
2013 WL 8595976 (P.T.A.B. Oct. 25, 2013).

Under the America Invents Act, anyone “who 
is not the owner” may file for an IPR of a 
patent, the PTAB said in its decision, quoting 
Section 311(a) of the Patent Act, 35 U.S.C.A. 
§ 311(a).

Congress enacted the AIA to give patent 
challengers broad rights in initiating IPRs, 
according to the PTAB, which compared 
IPRs to International Trade Commission 
proceedings.

Under Section 1337(c) of the Tariff Act,  
19 U.S.C.A. § 1337(c), the ITC must consider 
assignor estoppel, but “Congress issued no 
similar statutory mandate … with AIA post-
grant reviews,” the PTAB said.

The PTAB later determined the ’536 patent 
was invalid. Athena Automation Ltd. v. Husky 
Injection Molding Sys., IPR2013-290, 2013 
WL 5454543 (P.T.A.B. Oct. 23, 2014).

CONSIDERING CUOZZO

On appeal to the Federal Circuit, Husky 
argued that the Supreme Court’s Cuozzo 
holding allows some decisions to institute 
IPRs under Section 314(d) of the Patent Act, 
35 U.S.C.A. § 314(d), to be appealed.

The Federal Circuit can review such 
decisions if appeals “implicate constitutional  
questions that depend on other less closely 
related statutes,” Husky argued, quoting  
the high court.

The panel disagreed, finding the scope 
of Section 314 pertains to arguments 
concerning patentability, and the question of 
assignor estoppel, even if it primarily relates 
to Section 311, is within that scope.

“The impact of assignor estoppel thus cannot 
be divorced from the very precise scope of 
Section 314 simply to justify our review,” 
Judge Alan D. Lourie wrote for the majority.

Judge Plager, however, said the majority 
erred in viewing assignor estoppel as being 
related to a statute, saying the doctrine 
comes from the common law.

He recognized the reasons for the exceptions 
under Section 314(d), and the interpretation 
of when those exceptions apply.

“One view is that no aspect of the decision 
to institute is reviewable,” Judge Plager said. 



OCTOBER 5, 2016  n  VOLUME 23  n  ISSUE 12   |  5© 2016 Thomson Reuters

On the other hand, some believe Congress 
was only trying to avoid piecemeal appellate 
review by banning interlocutory appeals, so 
issues such as those presented by Husky 
should be reviewed, he said.

“The question of whether the board properly 
ruled on the application of assignor estoppel 
to this case is clearly subject to this court’s 
judicial power of review,” he concluded.  WJ

Attorneys:
Appellant: Matthew L. Cutler, Harness, Dickey & 
Pierce, St. Louis, MO 

Cross-appellant: Marshall J. Schmitt, Gilberto E. 
Espinoza and Martin L. Stern, Michael Best & 
Friedrich, Chicago, IL

Intervenor: Joseph Matal, Nathan K. Kelley and 
Scott Weidenfeller, Office of the Solicitor, U.S. 
Patent and Trademark Office, Alexandria, VA

Related Court Documents: 
Federal Circuit opinion: 2016 WL 5335500 
PTAB decision on patent validity:  
2013 WL 5454543 
PTAB decision initiating IPR: 2013 WL 8595976 
Petition: 2013 WL 5402692

See Document Section B (P. 32) for the Federal 
Circuit opinion. 

PATENT

Apple inventors’ video-streaming patent revived on appeal
By Melissa J. Sachs

Inventors at Apple Inc. have convinced the top patent appeals court to reverse a decision invalidating their patent for 
displaying multiple lists of online videos on mobile devices and allowing users to retrieve information from the lists with 
a finger gesture.

In re Lemay et al., No. 15-1973, 2016 WL 
4978405 (Fed. Cir. Sept. 19, 2016).

In a 2-1 opinion, the U.S. Court of Appeals 
for the Federal Circuit decided there was no 
substantial evidence supporting the Patent 
Trial and Appeal Board’s decision to reject 
the inventors’ patent application as obvious 
over a combination of prior art.

Writing for the majority, Judge Evan J. 
Wallach reversed the PTAB’s obviousness 
determination without remanding the 
matter. Judge Pauline Newman joined his 
decision.

Judge Kimberly A. Moore dissented, saying 
she would have affirmed the PTAB’s rejection 
of most of the claims based on prior art 
related to touch screens, finger gestures and 
accessing online content.

ICONS AND CORRESPONDING LISTS

The appeal concerned U.S. Patent 
Application Publication No. 2008/0320391, 
which Stephen O. Lemay and other inventors 
at Apple filed in 2007.

Lemay is the named inventor on many Apple 
patents related to portable electronics, 
including this application for a “portable 
multifunction device, method and graphical 
user interface for playing online videos.”

The application contains six independent 
claims directed to a method of streaming 
online videos to a portable device with a 

REUTERS/Lucy Nicholson

touch screen and graphical user interface.

Judge Wallach focused on one claim that he 
said represented the others at stake in the 
appeal.

The claim describes a plurality of icons 
displayed on the screen that corresponds  
to a plurality of lists of information about 
online video items, according to Judge 
Wallach’s opinion.

In response to a user’s finger gesture on 
the first icon, the portable device scrolls to 
the first list of corresponding information, 

itemizing relevant content items, the opinion 
said.

In their opening brief filed in November, 
the inventors offered an example of three 
icons on the mobile device’s screen that say 
“featured,” “most viewed” and “bookmarked.”

After selecting an icon with a finger, a user 
sees the corresponding list of featured, most 
viewed or bookmarked online video items, 
the brief said.

Using this same example, Judge Wallach 
said a portable device would display the list 
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of the most viewed online videos if a user 
tapped on the “most viewed” icon.

The claim also describes how a user may 
then begin viewing an online video from the 
list with a single click, the opinion said.

A user could also access information about 
the video from the same screen, the opinion 
said.

PRIOR ART?
An examiner at the U.S. Patent and 
Trademark Office rejected all 33 claims 
in the application as obvious based on a 
combination of prior art that disclosed 
touchscreens and finger gestures as well 
as icons that display a plurality of lists of 
information, the opinion said.

The PTAB affirmed the examiner’s rejection 
of 31 of these claims. Lemay and the other 
inventors appealed the PTAB’s decision to 
the Federal Circuit.

“No other user interface in the prior art 
teaches video accessing with a single tap 
or video access and information acquisition 
with two touches,” the inventors said in their 
opening brief.

In its brief filed in February, the PTO said 
the combined prior art recited retrieving 
and displaying lists of online media based 
on finger gestures, just as Lemay’s alleged 
invention did.

With the prior art, when someone searched 
for pop star Mandy Moore on their mobile 
device, the screen displayed a list of online 
media samples, the PTO said.

When a user clicked a sample, the prior 
art described opening the track in a media 
player, which displayed a list of information 
such as an album title, artist name and 
release date, a corresponding list similar to 
the inventor’s application, according to the 
PTO’s brief.

However, the Federal Circuit’s majority found 
no substantial evidence that the prior art 
recited a plurality of icons that displayed a 
plurality of corresponding lists of content 
items. It reversed the PTAB’s decision.

The majority distinguished the “list of 
information” related to a sample track or 
video item from the plurality of lists, which 
related to the “most viewed,” “bookmarked” 
or “featured” icons.

Unlike the prior art, the application 
described how a list from the plurality had 
a corresponding list that itemized individual 
content items, the majority opinion said.

Judge Wallach’s opinion did not delve into 
the dual-functionality of accessing and 
viewing videos from the displayed lists.

In Judge Moore’s dissent, she agreed with the 
PTO that the combined prior art made the 
application obvious.

However, she said she would have reversed 
the board on one claim involving an icon that, 
when activated, initiates a user interface for 
configuring icons. Judge Moore found no 
substantial evidence this claim was obvious.  
WJ

Attorneys:
Appellants: Mark S. Davies, Orrick, Herrington & 
Sutcliffe, Washington, DC; E. Joshua Rosenkranz, 
Marc R. Shapiro and Sarah M. Sternlieb, Orrick, 
Herrington & Sutcliffe, New York, NY; Donald E. 
Daybell, Orrick, Herrington & Sutcliffe, Irvine, CA; 
Cathy C. Shyong, Orrick, Herrington & Sutcliffe, 
Menlo Park, CA; Brian B. Ho and Peter J. Yim, 
Morrison & Foerster LLP, San Francisco, CA

Appellee: Philip J. Warrick, Thomas W. Krause 
and Brian Racilla, Office of the Solicitor, U.S. 
Patent & Trademark Office, Alexandria, VA

Related Court Document: 
Opinion: 2016 WL 4978405
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In re Solodyn (Minocycline Hydrochloride) 
Antitrust Litigation, No. 14-md-2503, order 
issued (D. Mass. Sept. 20, 2016).

U.S. District Judge Denise J. Casper of the 
District of Massachusetts entered an order 
in the docket Sept. 20 denying motions 
from direct purchasers and end payors to 
amend claims that manufacturer Medicis 
Pharmaceutical Corp. filed “sham” litigation 
against generic-drug companies.

“The court notes that it does not write on a 
blank slate on this matter in this case, having 
previously dismissed the sham litigation 
claims,” Judge Casper wrote.

The judge said the plaintiffs’ proposed 
additions to their complaints do nothing to 
change her decision that Medicis’ efforts 
to enforce the patent for Solodyn were not 
objectively baseless.

PATENT LITIGATION

Numerous direct purchasers of and end 
payors for Solodyn sued Medicis and its 
generic-drug competitors beginning in 2013, 
alleging they had paid artificially inflated 
prices.

In 2006, Medicis obtained Food and Drug 
Administration approval to market Solodyn 
in 45, 90 and 135 milligram strengths, 
according to the consolidated class-action 
complaints.

Generic-drug makers Impax Laboratories 
Inc., Sandoz Inc., Lupin Ltd. and Lupin 
Pharmaceuticals Inc. subsequently filed 
abbreviated new drug applications with the 
FDA to market generic versions of Solodyn, 
the complaints say.

Medicis responded by bringing “sham” 
suits against the generics makers claiming 
they were infringing the drug’s patent, U.S. 
Patent No. 5,908,838, the plaintiffs say.  

The generics makers, in turn, claimed the 
’838 patent was invalid.

To resolve the suits, the parties entered into 
pay-for-delay agreements under which the 
generics makers agreed to delay bringing 
their versions of Solodyn to market in 
exchange for cash payments and licensing 
agreements, according to the consolidated 
complaints.

‘ADD-ON STRENGTH’ DOSAGES

After the FDA approved the generic versions, 
Medicis introduced Solodyn in different 
dosages, the complaints say. These “add-on 
strength” dosages were not covered by the 
generic-drug makers’ abbreviated new drug 
applications for the “legacy” doses.

When Lupin sought FDA approval to market 
generic versions of the add-on strengths 
of Solodyn, Medicis responded by filing a  
“sham” patent infringement suit, the 
complaints say. The parties resolved the 
litigation by entering into a settlement that 
delayed competition for the add-on strengths 
until 2018 and 2019.

The direct purchasers and end payors  
allege Medicis’ actions amount to 
monopolization in violation of Section 2 of 
the Sherman Act, 15 U.S.C.A. § 2, and various 
state laws.

They also allege all the defendants have 
conspired to restrain trade and artificially 
inflate the price of branded and generic 
Solodyn in violation of Section 1 of the 
Sherman Act, 15 U.S.C.A. §  1, and various 
state laws.

MONOPOLIZATION CLAIMS 
REJECTED

In September 2015 Judge Casper 
dismissed the direct-purchaser plaintiffs’ 
monopolization claims under Section 2 

of the Sherman Act, saying they had not 
plausibly alleged Medicis’ patent litigation 
was objectively baseless. In re Solodyn 
(Minocycline Hydrochloride) Antitrust Litig., 
No. 14-md-2503, 2015 WL 5458570  
(D. Mass. Sept. 16, 2015).

Judge Casper also rejected their argument 
that Medicis engaged in monopolization  
by introducing the add-on strengths of 
Solodyn.

Because Medicis continued selling the  
legacy strengths of Solodyn until July 2011 
and generic versions of legacy-strength 
Solodyn became available starting in 2009, 
the direct purchasers failed to plausibly 
allege that Medicis limited consumer choice 
by offering Solodyn at new strengths in  
2009 and 2010, the judge said.

The end payor plaintiffs’ monopolization 
claims likewise failed because their 
complaint “contains substantially the same 
factual allegations” as the direct purchasers’, 
Judge Casper said.

AMENDMENT SOUGHT

In July the direct purchasers and end 
payors filed motions for leave to file second 
amended class-action complaints to flesh 
out their sham litigation claims. 

Denying the requests, the judge said the 
plaintiffs’ additional allegations in support 
of their sham litigation claims, even if true,  
“do not state a plausible claim for sham 
litigation in enforcing the ’838 patent” 
because they do not show the infringement 
litigation was baseless.  WJ

Related Court Document: 
Complaint: 2015 WL 5102627

PATENT

Solodyn MDL judge rejects bid to resuscitate  
‘sham litigation’ claims
By Elizabeth T. Brown, Esq.

The plaintiffs in the multidistrict Solodyn antitrust litigation will not get a chance to revive previously dismissed  
monopolization claims against the maker of the branded version of the acne treatment.
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TRADEMARK

Cybersecurity school throws trademark  
fair use test to Supreme Court
By Patrick H.J. Hughes

A Connecticut-based school for cybersecurity training has asked the U.S.  
Supreme Court to articulate the proper standard for determining when  
nominative fair use can be used as a defense in trademark infringement cases.

Security University LLC v. International 
Information Systems Security Certification 
Consortium Inc., No. 16-352, petition for 
cert. filed (U.S. Sept. 15, 2016).

In its certiorari petition, Security University 
LLC says the 2nd U.S. Circuit Court of 
Appeals created an impractical 11-part test 
to evaluate when to apply nominative fair 
use, which allows an entity to use another’s 
trademark in certain circumstances.

The appeals court established the new test 
in a trademark infringement action the 
International Information Systems Security 
Certification Consortium had filed against 
Security University.

The resulting test is not only overly 
complicated, but also “fundamentally 
flawed” and “hopelessly impractical,” the 
petition says.

“A clear and predictable nominative fair use 
defense is critically important to competition 
and free speech because it protects the 

ability to speak good or ill of a brand without 
fear of liability for trademark infringement,” 
the petition says.

11-FACTOR INQUIRY

The nonprofit International Information 
Systems Security Certification Consortium 
sets standards for anyone in the data security 
field to become a “certified information 
systems security professional,” a designation 
that allows a certified professional to display 
the registered CISSP mark.

Displaying the CISSP mark shows that a 
person has met certain requirements and 
competency standards, including passing a 
certification exam the consortium offers.

The consortium developed the CISSP 
certification in 1990 and obtained a 
registered certification mark in 1997.

In 2010 it filed a trademark infringement suit 
against Security University and the school’s 
founder, Sondra Schneider.

The nonprofit objected to the school’s use of 
the terms “Master CISSP” or “CISSP Master” 
in ads for prep courses taught by a particular 
instructor.

The suit said this use of the CISSP mark 
was likely to cause confusion, cause mistake 
or deceive people into believing CISSP is 
capable of being “mastered” and such 
mastery is available only from Security 
University.

The school responded that its use of the 
mark was permitted under the nominative 
fair use doctrine.

U.S. District Judge Michael P. Shea of the 
District of Connecticut agreed, granting 
summary judgment to Security University. 
Int’l Info. Sys. Sec. Certification Consortium 
Inc. v. Sec. Univ. LLC et al., No. 14-cv-3456, 
2014 WL 3891287 (D. Conn. Aug. 7, 2014).

Judge Shea said the use was permitted 
because there was no descriptive substitute 
for the certification, the school used only as 
much of the mark as reasonably necessary 
and there was no suggestion of endorsement.

To reach his decision, the judge looked to a 
nominative fair use case from the 9th Circuit, 
New Kids on the Block et al. v. News America 
Publishing Inc. et al., 971 F.2d 302 (9th Cir. 
1992). In that case, the 9th Circuit articulated 
a test for nominative fair use that substitutes 
for a traditional likelihood-of-confusion 
inquiry in trademark infringement actions.

The 2nd Circuit panel, however, said Judge 
Shea should not have looked to the 9th 
Circuit. Int’l Info. Sys. Sec. Certification 
Consortium Inc. v. Sec. Univ. LLC et al., No. 
14-3456, 2016 WL 2893172 (2d Cir. May 18, 
2016).

Trial courts in the 2nd Circuit must follow the 
eight-factor test set forth in Polaroid Corp. v. 
Polarad Electronics Corp., 287 F.2d 492 (2d 
Cir. 1961), to determine if there is a likelihood 
of confusion before asking three other 
nominative fair use questions, the panel said.

The panel remanded for the trial judge 
to apply the 11-factor inquiry to see if the 
school’s actions qualified as a nominative fair 
use.

‘MORE IMPORTANT NOW THAN 
EVER BEFORE’

Security University says in its petition that 
the 2nd Circuit’s test is not only unwieldy, 

REUTERS/Ints Kalnins
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but also different from the 9th Circuit’s test, 
as well as the 3rd Circuit’s test, both of which 
approach nominative fair use as a defense 
separate from a likelihood-of-confusion 
analysis.

The 7th Circuit and 8th Circuit have held 
nominative-type uses are not actionable, and 
they review the facts on a case-by-case basis, 
according to the petition. On the other hand, 
the 6th Circuit has categorically rejected 
nominative fair use as a defense, Security 
University says.

“It’s a mess only this court can sort out,” the 
petition says.

Security University also says the Supreme 
Court needs to resolve this circuit conflict 
because nominative fair use “is more 
important now than ever before.”

The petition lists a number of activities that 
might involve the use of others’ trademarks 
— such as comparative advertising, product 
review and criticism — that Security University 
says the nominative fair use doctrine allows.

In developing a test from many factors, 
the 2nd Circuit created a test that dilutes 
protection for these uses, the petition says.

Direct comparative advertising might 
become too risky, as brands could use the 
threat of costly litigation to discourage 
unfavorable comparisons, the petition says.

Free speech will suffer as displeased 
customers will no longer be able to create 
“gripe sites,” and the media might not use 
trademarks in news reporting, according to 
Security University.

“The 2nd Circuit’s novel test is simply too 
complicated and too contradictory to work,” 
the petition says.  WJ

Attorneys:
Petitioner: Tucker Griffith, McCormick, Paulding & 
Huber, Hartford, CT; E. Joshua Rosenkranz, 
Thomas M. Bondy, Christopher J. Cariello and 
Logan Q. Dwyer; Orrick, Herrington & Sutcliffe, 
Washington, DC

Related Court Documents: 
Petition: 2016 WL 5048645 
2nd Circuit opinion: 2016 WL 2893172 
District Court ruling: 2014 WL 3891287 
Complaint: 2010 WL 3230943

TRADEMARK

‘Navajo’ trademark suit settles after judge 
rejects Urban Outfitters’ defenses
By Patrick H.J. Hughes

Urban Outfitters and Navajo Nation have reached a settlement ending their 
bout over the retail chain’s use of “Navajo” registered trademarks on clothing 
and jewelry.

Navajo Nation et al. v. Urban Outfitters Inc. 
et al., No. 12-cv-195, settlement announced 
(D.N.M. Sept. 29, 2016).

The settlement follows a decision from U.S. 
District Judge Bruce D. Black of the District 
of New Mexico finding Urban Outfitters 
presented no relevant evidence that showed 
“Navajo” trademarks were commonplace, 
generic or had been abandoned. Navajo 
Nation v. Urban Outfitters Inc., No. 12-cv-195, 
2016 WL 5339684 (D.N.M. Sept. 19, 2016).

In a separate opinion Judge Black had 
denied Navajo Nation’s summary judgment 
motion over the retailers’ alleged trademark 
infringement. Navajo Nation v. Urban 
Outfitters Inc., No. 12-cv-195, 2016 WL 
5339683 (D.N.M. Sept. 19, 2016).

 REUTERS/Brendan McDermid

Navajo Nation and Diné filed a trademark suit 
in 2012, claiming the stores impermissibly 
used the name “Navajo” to describe their 
retail goods, many of which had designs that 
mimicked Navajo tribal patterns.

The complaint quoted a statement from 
Urban Outfitters describing its stores as 
using 3,300 vendors to supply “an eclectic 
mix of apartment wares and gifts” catering 
to “young adults who are culturally 
sophisticated.”

Based on this business model, it would be 
reasonable for consumers to conclude Urban 
Outfitters contracted with Navajo Nation to 
sell goods under registered trademarks, the 
complaint said.

In addition to accusations of trademark 
infringement, dilution and unfair competition, 
the suit alleged violations of the Indian 
Arts and Crafts Act, 25 U.S.C.A. §  305e, 
which prohibits misrepresenting goods as 
originating from an Indian tribe.

2 DEFENSES

Among its defenses, Urban Outfitters said 
the term “Navajo” is generic when it refers 
to a fashion style or design, because other 
parties use the term that way.

The retailers also said Navajo Nation 
had abandoned the marks because the 
trademark holder failed to warn others in the 
fashion industry to stop using the term.

The judge said registered 
marks are presumed 
distinctive and valid,  

not generic, and  
Urban Outfitters failed  

to prove otherwise.

Navajo Nation still needed to show Urban 
Outfitters’ use of the “Navajo” name caused 
consumer confusion, the judge said.

‘APARTMENT WARES AND GIFTS’

Urban Outfitters, Anthropologie Inc. and 
Free People LLC are associated retail chains 
that allegedly used the words “Navajo” and 
“Navaho” on clothing, jewelry, handbags and 
other items.

Navajo Nation is a 300,000-member 
sovereign nation that holds a 
semiautonomous territory in northeastern 
Arizona. Diné Development Corp. is the 
nation’s trademark holding company.
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An expert for the retailers testified the public 
does not use the term “Navajo” to represent 
an exclusive source, according to the opinion.

The defendants also produced fashion 
magazines that referred to “Navajo styles,” 
“Navajo patterns” and “dusty Navajo prints,” 
the opinion said.

Judge Black said registered marks are 
presumed distinctive and valid, not generic, 
and Urban Outfitters failed to prove 
otherwise.

The expert witness’ broad internet search did 
not show the public believed the “Navajo” 
mark was “a class of products,” which is 
what is required to prove a mark has become 
generic, he said.

The judge also found the magazine 
references to be irrelevant because they 
only indicated what the term meant to the 
magazine publishers, not the public.

Additionally, Urban Outfitters failed to show 
Navajo Nation abandoned the marks simply 
because others used them, the judge said.

“Obviously, a trademark holder is not required 
to sue every possible infringer immediately 
upon hearing of a possible infringement,” the 
judge said.

TRADEMARK INFRINGEMENT

While the judge dismissed these two 
affirmative defenses, he sided with 
the retailers in finding the trademark 
infringement allegations — specifically, the 
customer confusion issue — had not yet been 
proven.

Urban Outfitters offered consumer survey 
answers that the judge said were the result 
of a proper methodology, and these results 
showed no confusion resulting from the word 
“Navajo” used in the retailers’ ads.

A jury should weigh this evidence, the judge 
said, denying Navajo Nation’s summary 
judgment motion.

The terms of the settlement were not 
disclosed.  WJ

Attorneys:
Plaintiffs: Harrison Tsosie, Dana Bobroff, Brian L. 
Lewis, Henry S. Howe and Paul Spruhan, Navajo 
Nation Department of Justice, Window Rock, NM;  
Eric J. Fierro and Mark D. Samson, Keller Rohrback 
LLP, Phoenix, AZ; Mark A. Griffin, Lynn Lincoln 
Sarko, Karin B. Swope, Raymond J. Farrow and 
Ryan P. McDevitt, Keller Rohrback LLP, Seattle, 
WA 

Defendants: Melissa A. Alcantara and Samuel D. 
Littlepage, Dickinson Wright PLLC, Washington, 
DC; Joseph A. Fink and Scott R. Knapp, 
Dickinson Wright PLLC, Lansing. MI; Edward P. 
Perdue and Geoffrey A. Fields, Dickinson Wright 
PLLC, Grand Rapids, MI; Lindsay E. DeMoss, 
Dickinson Wright PLLC, Detroit, MI; Alfred L. 
Green Jr., Butt Thornton & Baehr, Albuquerque, 
NM

Related Court Documents: 
Opinion (genericness and abandonment):  
2016 WL 5339684 
Opinion (infringement): 2016 WL 5339683 
Complaint: 2012 WL 640288
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COPYRIGHT

Dad who filmed ‘Facebook’s first live birth’ 
says reporters infringed copyright
By Patrick H.J. Hughes

A California man who live-streamed his partner giving birth to their child on 
Facebook has filed a copyright infringement suit in Manhattan federal court 
against several online news organizations that had aired reports sharing the 
broadcast.

Kanongataa v. CBS Broadcasting Inc. et al.,  
No. 16-cv-7421, complaint filed (S.D.N.Y. 
Sept. 22, 2016).

CBS Broadcasting Inc. and related 
news agencies violated copyright law by 
reproducing and publicly displaying the  
video called “Facebook’s first live birth,” 
according to the suit filed in the U.S. District 
Court for the Southern District of New York.

Kali Kanongata’a, the 36-year-old father 
from Carmichael who filed the suit, originally 
intended for the video to be viewed only by 
friends and family, including some on the 
Polynesian island of Tonga, according to a 
May 17 interview by People magazine.

Using Facebook Live, a feature that lets 
users broadcast live videos over the internet, 
Kanongata’a inadvertently made the video 
available to the general public, according to 
the interview.

The video, which the People article says 
garnered more than 120,000 views, includes 
roughly 45 minutes of Sarah Dome giving 
birth to a boy May 16.

Kanongata’a later registered the video with 
the U.S. Copyright Office, the complaint says.

In addition to the CBS entities, based in 
New York City, the suit names Redmond, 
Washington-based Microsoft Corp. as a 
defendant, saying the computer giant is liable 
for featuring a story on the MSN website.

‘THIS DAD DIDN’T MEAN TO 
BROADCAST,’ REPORT SAYS

CBS Radio Inc., which owns major news 
radio stations across the country, featured 
several online articles mentioned in the suit, 

including one titled “This dad didn’t mean to 
broadcast the birth of his child to the entire 
internet.”

The May 20 article says Kanongata’a realized 
the video was being streamed to everyone 
on the internet when one of his cousins left a 
comment saying “keep pushing.”

According to the complaint, Kanongata’a 
owns a nonprofit called the Polynesian 
Cultural Exchange to help people of Pacific 
Islander decent. He is originally from Tonga, 
which he describes in the CBS article as 
a place where public births have been 
common.

CBS Radio featured another online article 
titled “Carmichael woman gives birth live on 
Facebook, doesn’t know till later.”

The article, posted May 17, quotes the new 
mother as saying Kanongata’a informed her 
in “a message right after” that he posted the 
video to a worldwide audience.

The complaint says the news organizations 
failed to obtain a license or any consent to 
use the video.

The complaint seeks either actual damages 
from the profits the news organizations 
earned from using the video or $150,000 in 
statutory damages pursuant to Section 504 
of the Copyright Act, 17 U.S.C.A. § 504.

It also seeks injunctive relief, attorney fees 
and costs.  WJ

Attorney:
Plaintiff: Richard P. Liebowitz, Liebowitz Law 
Firm PLLC, Valley Stream, NY

Related Court Document: 
Complaint: 2016 WL 5335215

See Document Section C (P. 43) for the 
complaint.
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COPYRIGHT

Zillow not entitled to coverage in copyright suit, insurer says
By Jason Schossler

An insurance company is seeking a court ruling that it has no duty to indemnify or defend Zillow Inc. against a copyright 
suit accusing the online real estate database company of infringing photographic images.

National Union Fire Insurance Co. of 
Pittsburgh v. Zillow Inc., No. 16-cv-1461, 
complaint filed (W.D. Wash., Seattle  
Sept. 15, 2016).

National Union Fire Insurance Co. of 
Pittsburgh, Pa., filed a complaint in the 
U.S. District Court for the Western District 
of Washington, asserting it is entitled to a 
declaratory judgment that no coverage is 
owed because the claim that gave rise to 
the underlying lawsuit occurred prior to the 
inception of Zillow’s policy.

Indemnification and defense coverage also 
is precluded because Zillow breached its 
insurance contract by failing to select defense 
counsel preapproved by National Union,  
the insurer says.

According to the complaint, National Union 
issued a “specialty risk protector” policy to 
Zillow effective July 19, 2014, through July 19, 
2015.

Nine days before the policy went into 
effect, VHT Inc. allegedly sent Zillow a 
letter accusing the company of infringing 
copyrighted images it had licensed to Zillow. 

The letter demanded that Zillow remove 
the offending images from its website, the 
complaint says.

When Zillow allegedly refused to remove 
the images, VHT sued the Seattle-based 
company July 8, 2015, in the Western District 
of Washington. VHT Inc. v. Zillow Group, 
No. 15-cv-1096, complaint filed (W.D. Wash. 
July 8, 2015).

National Union says Zillow notified it of 
the VHT action July 10, 2015. The insurer 
agreed to provide Zillow with a defense in 
the underlying action subject to a reservation 
of rights, and it requested additional 
information regarding the suit, according to 
the complaint.

In response to the insurer’s requests, Zillow 
allegedly provided National Union with 
VHT’s demand letter Aug. 14, 2015.

Upon learning that VHT had first asserted 
its claim against Zillow before the insurance 
policy’s inception period, National Union 
informed Zillow that the underlying suit is 
not covered by the policy, the complaint 
says. Zillow did not respond to the insurer’s 
coverage position letter.

National Union further alleges that Zillow did 
not contact it to discuss selection of defense 
counsel for the VHT action. Rather, Zillow 
unilaterally picked DLA Piper to represent 
it in the underlying suit, even though the 
law firm is not on National Union’s list of 
preapproved firms, the insurer says.

Zillow breached its insurance policy once 
again when it later replaced DLA Piper 
with the law firm Susman Godfrey, also not 
among the insurer’s list of preapproved 
counsel, according to the complaint.

National Union says Zillow’s multiple policy 
breaches have prejudiced the insurer by 
preventing it from considering the VHT 
claim when the policy was renewed and by 
preventing it from timely investigating and 
potentially resolving the claim without the 
need for litigation.

Zillow’s purported breaches also stopped 
National Union from defending VHT’s claim 
by “utilizing appropriately experienced and 
cost-effective defense counsel,” the insurer 
says.

In addition to seeking a declaratory judgment 
regarding its coverage obligations, National 
Union seeks a ruling that it may immediately 
withdraw from Zillow’s defense in the VHT 
action.

The insurer also seeks unspecified monetary 
damages stemming from Zillow’s alleged 
breaches of the insurance policy.  WJ

Attorneys:
Plaintiff: Gabriel Baker and Steven D. Jensen, 
Jensen Morse Baker PLLC, Seattle, WA

Related Court Document: 
Complaint: 2016 WL 4975151
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Patent official
CONTINUED FROM PAGE 1

REUTERS: You have said that the rigor 
of patent examination in Europe leads to 
a lower rate of granted applications, and 
that having three examiners involved in the 
prosecution, though more expensive for the 
applicant, makes a difference in terms of 
quality. Why?

BATTISTELLI: First, you avoid any kind of 
human or personal bias, and you have better 
neutrality and impartiality. 

Secondly, you add competencies that are 
complementary and you have a better 
chance to understand the application to see 
fully all of its consequences.

REUTERS: What do you think of the 
ongoing changes to patent eligibility in the 
United States, specifically, Section 101 of the 
Patent Act, 35 U.S.C.A. § 101, which the U.S. 
Supreme Court has in recent years taken to 
narrow eligibility for patents on software, 
DNA, medical diagnostics and some say a 
much wider array of inventions?

BATTISTELLI: We already have much 
stronger rules. For us, software as such is not 
patentable. 

We do not patent business methods. We are 
also following EU biotechnology rules, which 
are very strict. 

My feeling is that, with the America Invents 
Act, and the [Supreme Court decisions on 
101], we are in a process of harmonization of 
our substantive patent law and rules. 

There are still many differences but they are 
reduced compared to several years ago.

REUTERS: But at this point, here in the 
United States, you have patent attorneys 
who are complaining that, because of the 
Supreme Court decisions, such as Mayo v. 
Prometheus, 132 S. Ct. 1289 (2012), and 
Alice v. CLS Bank, 134 S. Ct. 2347 (2014), 
there are technologies and inventions that 
are patentable in Europe and Asia but not in 
the United States.

BATTISTELLI: If you listen to patent 
attorneys in Europe, they will say exactly the 
same, that it’s not patentable in Europe but it 
is in the United States.

REUTERS: In Brexit’s immediate aftermath, 
many attorneys and scholars predicted the 
possible collapse of the nascent Unified 
Patent Court, envisioned as a centralized 
venue to enforce patents in Europe instead 
of litigating in each country individually, as 
it the case now. What are your thoughts at 
this point?

BATTISTELLI: We are now very close to the 
final outcome. I don’t think it will collapse at 
the last moment. 

Benoît Battistelli has been president of the European Patent Office 
since 2010. Based in Munich, the EPO is an international organization 
with 38 member states, comprising all the members of the European 
Union plus a number of other countries, including Norway, Switzerland, 
Turkey and several Southeast European states. His mandate runs until 
June 30, 2018. 

It’s a question of time, but it will happen. 

If the U.K. decides to ratify the [UPC] treaty in 
the coming months then the unitary patent 
will enter into force some time in 2017. 

It can do so legally, without being in 
contradiction with the Brexit decision, 
because it is not an EU treaty, it’s an 
intergovernmental treaty. 

That’s the optimistic option. If the U.K. decides 
not to ratify, we enter into negotiations in 
order to organize relations between the U.K. 
and EU. 

It means a delay of a few years.

REUTERS: The EPO serves a population 
of 650 million, but handles just 160,000 
applications per year. The U.S. Patent 
and Trademark Office serves a population 
about half the size, but expects 600,000 
applications in 2016. Why such a huge 
difference?

BATTISTELLI: I think it comes back to the 
fact that we are more strict [in terms of 
examination]. 

If people know that an application is not 
strong enough, it’s not worthwhile to do it if 
you are not sure it will be patented.

REUTERS: Does it say anything about the 
state of innovation in Europe?

BATTISTELLI: No. We have tried to quantify 
application flow. 

Using a trade balance comparison, we are 
exporting more applications and more 
patents from Europe to the U.S. market than 
we import from the United States. 

This is also the same with China and Korea, 
but it is balanced with Japan. 

It means that Europe is an attractive 
innovation market, and that a lot of 
innovations are generated in Europe.  WJ

(Reporting by Andrew Chung)
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Redskins trademark
CONTINUED FROM PAGE 1

The Supreme Court opted not to hear 
the Redskins’ appeal of a federal judge’s 
ruling in July 2015 that upheld the Patent 
and Trademark Office’s 2014 decision to 
cancel six trademarks held by the team and  
provided another victory for Native American 
activists pressing the franchise to change its 
name. Pro-Football Inc. v. Blackhorse, 112 F. 
Supp. 3d 439 (E.D. Va. 2015). 

The team appealed that ruling to the 
Richmond, Virginia-based 4th U.S. Circuit 
Court of Appeals, Pro-Football Inc. v. 
Blackhorse, No. 15-874, appellant’s brief filed, 
2015 WL 6692133 (4th Cir. Oct. 30, 2015), 
but had asked the Supreme Court to hear 
the case even before the 4th Circuit had a 
chance to rule. Pro-Football Inc. v. Blackhorse, 
No. 15-1311, petition for cert. filed, 2016 WL 
1659323(U.S. Apr. 25, 2016).

The Slants had sought to trademark the 
band’s name despite the term “slant eye” 

historically being used as a racial slur against 
people of Asian descent. 

A Patent and Trademark Office tribunal 
relied on a provision of the 1946 Lanham Act 
that prevents the registration of marks that 
may disparage certain people.

If the band wins its case before the high court, 
which will hear the case in its current term 
and rule by the end of June, that decision 
would also hand a victory to the Redskins. 

The band won at the federal appeals court 
level, In re Tam, 808 F.3d 1321 (Fed. Cir. 2015), 
as corrected (Feb. 11, 2016), and the Obama 
administration asked the Supreme Court to 
review that decision. Lee v. Tam, No. 15-1293, 
petition for cert. filed, 2016 WL 1593780 (U.S. 
Apr. 20, 2016).

Even if the band loses, the Redskins still 
could pursue their challenge and potentially 
prevail because the team’s arguments differ 
in some regards.

Federal trademarks can help protect 
trademarks nationwide in court and block 
the import and sale of counterfeit goods.

The agency canceled the team’s trademarks 
at the request of Native American activists on 
the grounds that the team name disparaged 
Native Americans.

The Washington football team, one of the 
NFL’s marquee franchises worth an estimated 
$2.4 billion, adopted the name Redskins in 
1933 when it played in Boston before moving 
to Washington in 1937, and first trademarked 
the name in 1967.

The team said it has invested tens of millions 
of dollars building its brand around its name, 
and losing trademark protection would be 
“immensely burdensome and costly.”  WJ

(By Lawrence Hurley)

Attorneys:
Petitioner: Robert L. Raskopf, Todd Anten and 
Jessica A. Rose, Quinn Emanuel Urquhart & 
Sullivan, New York, NY; Lisa S. Blatt, Robert A.  
Garrett, R. Stanton Jones and Elisabeth S. 
Theodore, Arnold & Porter, Washington, DC

Related Court Documents: 
Virginia trial court order: 112 F. Supp. 3d 439 
Pro-Football 4th Circuit brief: 2015 WL 6692133
Pro-Football petition: 2016 WL 1659323
Tam petition: 2016 WL 1593780
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Supreme Court denies one trademark case, accepts another

Trademark attorneys respond to the U.S. Supreme Court’s decision to accept Lee v. Tam, No. 15-1293, 2016 WL 1587871 (U.S. Sept. 29, 
2016), a trademark case involving the band The Slants. They discuss the case’s potential impact on free-speech rights and its relationship to  
Pro-Football v. Blackhorse, which the high court declined to hear, and other speech cases. 

Michael G. Kelber, Neal, Gerber & Eisenberg, Chicago

“It is exciting to see the Supreme Court weigh in on a First Amendment issue that is central to trademark rights. 
While [T]he Slants band may not be household names, the fame of the Redskins — and the strong feelings on 
both sides of the debate over the team name — underscores the importance of the Supreme Court’s decision. The 
court likely declined review of the Redskins case because it was not ripe for review, even if reviewing the two cases 
in tandem may have provided a wider array of facts. Procedurally, it would have been exceptional for the Supreme 
Court to take up the Redskins case before the 4th Circuit had an opportunity to rule on it.”

J. Michael Keyes, Dorsey & Whitney, Palo Alto, California

“The Supreme Court’s decision to accept [Lee v. Tam] is significant for at least a couple of reasons: (1) The court’s 
decision will test the boundaries for trademark protection under the U.S. Constitution. If the court upholds the 
Federal Circuit’s decision, that could open the door for any trademark to receive full protection under federal law, 
irrespective of whether that mark could be offensive or disparaging to others. (2) The court’s decision will also 
directly impact the case involving the Washington Redskins, whose trademarks were previously cancelled, because 
they were found disparaging to Native Americans.”

Timothy J. Kelly, Fitzpatrick, Cella, Harper & Scinto, New York

“The court’s decision to grant certiorari in Lee v. Tam is not wholly unexpected. Indeed, the fact that the Trademark 
Office has suspended action on pending trademark applications that would be refused under the challenged statute 
underscores the need for timely clarification. … Given that the court didn’t reference the Pro-Football case the other 
day, and given the procedural status of that case, the denial of certiorari isn’t much of a surprise. The question will be 
how the 4th Circuit elects to handle Pro-Football’s current appeal — render a decision or wait for possible guidance 
from the Supreme Court’s decision in [Lee v. Tam]. From Pro-Football’s perspective, my expectation would be that 
the team pursues amicus briefing following up on the points raised in its amicus curiae submitted to the court in 
support of Tam’s petition for certiorari.”

John C. O’Quinn, Kirkland & Ellis, Washington

“Lee v. Tam was a case that was expected to be granted, given that a federal statute had been facially invalidated 
and that the government was seeking Supreme Court review. It presents an important issue at the intersection of the 
First Amendment and intellectual property law. But this is just one of several First Amendment issues the Supreme 
Court will be addressing later this year. The court also granted review in Expressions Hair Design v. Schneiderman, 
No. 15-1391, 2016 WL 2855230 (U.S. Sept. 29, 2016), on whether state laws that allow merchants to charge higher 
prices to consumers who pay with a credit card instead of cash, but require the merchant to communicate that price 
difference as a cash ‘discount’ and not as a credit-card ‘surcharge,’ violate the First Amendment. It will be interesting 
to see how the court approaches both of these cases, whether it treats them as ‘commercial speech,’ and if so how 
that affects the analysis or outcomes.”

Paul J. Reilly, Baker Botts, Dallas and New York

“Freedom of speech is a fundamental and extremely important right. … While trademarks and license plates do 
not serve the same purpose, the Supreme Court’s decision in Walker v. Texas Division, Sons of Confederate Veterans 
Inc., 135 S. Ct. 2239 (2015), effectively held that a state could refuse to issue a license plate with a confederate-flag; 
that case may well play a pivotal role in the outcome of this matter. The Supreme Court’s decision to take up this 
extremely important issue was the right one but it may also have substantial implications beyond just trademark 
law. The Supreme Court will have its work cut out for it in balancing prior precedent and against a cornerstone of the 
Constitution — the First Amendment.”
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FEATURED LEGAL FILINGS

PATENT/AMICUS BRIEF

The Intellectual Property Law Association of Chicago says the U.S. 
Supreme Court should clarify the procedural requirements for 
conducting ex parte re-examinations to give patent holders a fair 
chance to challenge prior art that could invalidate patent claims.

Pactiv LLC v. Lee, No. 16-205, amicus brief filed (U.S. Sept. 12, 2016).

Related Court Document: 
Amicus brief: 2016 WL 4772989

COPYRIGHT/RESPONDENTS’ BRIEF

Varsity Brands says two-dimensional works of art, including clothing 
designs registered with the Copyright Office, are “inherently separable” 
from useful articles, so no multi-part separability test is needed to 
resolve the cheerleader-uniform company’s spat with Star Athletica.

Star Athletica LLC v. Varsity Brands Inc., No. 15-866, respondents’ 
brief filed (U.S. Sept. 14, 2016).

Related Court Document: 
Respondents’ brief: 2016 WL 4916823

COPYRIGHT/AMICUS BRIEF

The Recording Industry Association of America says allowing parties 
that have not been injured to have standing to challenge a Digital 
Millennium Copyright Act takedown notice conflicts with Congress’ 
intent to provide copyright holders with a rapid response to the 
“massive scale of online infringement.”

Universal Music Corp. v. Lenz., No. 16-218, amicus brief filed (U.S. 
Sept. 15, 2016).

Related Court Document: 
Amicus brief: 2016 WL 4938268

TRADE SECRETS/COMPLAINT

A ship-building company has filed suit against its former chief 
technology officer who started another company using what the 
complaint says are confidential trade secrets he stole while at the first 
company, adding he allegedly posts those ship designs online claiming 
they are his.

Swiftships Shipbuilders LLC v. Atlas Marine & Defense, No. 16-1855, 
complaint filed (D.D.C. Sept. 16, 2016).

Related Court Document: 
Complaint: 2016 WL 4939125

TRADEMARK/APPLICANT’S BRIEF

Essen Nutrition Corp. says an opposition to its application to register 
an “Isocure” trademark for dietary beverage supplements filed by the 
Isopure Co., which makes protein powders, should fail because these 
companies have sophisticated customers in different markets.

Essen Nutrition Corp. v. Isopure Co., Opposition No. 91218618, 
applicant’s brief filed (T.T.A.B. Sept. 16, 2016).

Related Court Document: 
Applicant’s brief: 2016 WL 4939314

PATENT/APPELLEE BRIEF

New York University says the U.S. District Court for the Southern 
District of New York correctly ruled that skin treatment maker 
Galderma Laboratories owes royalties to the school on sales of Oracea, 
a treatment for rosacea, but if Galderma wins on appeal, a court should 
reconsider NYU’s promissory estoppel claim.

New York Univ. v. Galderma Labs, Nos. 16-722 and 16-817, appellee 
brief filed (2d Cir. Sept. 16, 2016).

Related Court Document: 
Appellee brief: 2016 WL 4983254

PATENT/CERTIORARI PETITION

Mylan Pharmaceuticals asks the U.S. Supreme Court to decide whether 
the mere filing of an abbreviated new drug application for a generic 
drug is a sufficient ground to establish specific personal jurisdiction in 
any state where the drugmaker might someday market that drug.

Mylan Pharmaceuticals v. Acorda Therapeutics Inc., No. 16-360, 
petition for cert. filed (U.S. Sept. 19, 2016).

Related Court Document: 
Certiorari petition: 2016 WL 5226522

PATENT/CERTIORARI PETITION

Check-processing patent holder DataTreasury Corp. asks the U.S. 
Supreme Court to define the scope of “most-favored licensee” clauses, 
saying uncertainty in how to apply such clauses unfairly deprived the 
patent holder of payments from JP Morgan Chase Bank.

DataTreasury Corp. v. JP Morgan Chase Bank NA, No. 16-cv-359, 
petition for cert. filed (U.S. Sept. 19, 2016).

Related Court Document: 
Certiorari petition: 2016 WL 5226522
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NEWS IN BRIEF

DLA PIPER TO EXPAND CANADIAN IP PRACTICE WITH MERGER

DLA Piper (Canada) LLP has announced that it is merging with Canadian intellectual property 
law firm Dimock Stratton LLP. Dimock Stratton is sending most of its attorneys to DLA Piper’s 
Toronto office beginning in November, DLA Piper said in a Sept. 20 statement. DLA Piper, one 
of the world’s largest law firms with offices in more than 30 countries, says the merger will 
help the firm serve international companies looking to enter the Canadian market. “This key 
market continues to generate a wealth of new opportunities, and with intellectual property and 
technology law standing at the core of so many major business transactions across sectors, 
this is an important step to boost our competitive edge and execute our growth strategy,” 
DLA Piper Global Co-Chair Roger Meltzer said. Founded in 1994 in Toronto, Dimock Stratton’s 
clientele includes BMW, Cisco Systems and the automotive supplier Magna Inc. Dimock Stratton 
co-founder Ron Dimock said in the statement that DLA Piper’s reach and vast resources will give 
his firm’s clients a significant advantage.

CROSS-CHANNEL CUSTOMER SERVICE PATENT INVALIDATED 

An Israel-based data security company’s method for generating real-time recommendations 
to customers based on data collected about them over a variety of internet sources covered  
patent-ineligible subject matter, a federal judge in Delaware has ruled. U.S. District Judge 
Richard G. Andrews of the District of Delaware agreed with Atlanta-based ClickFox Inc. that 
Nice Systems’ patent disclosed an abstract idea aimed at maintaining a consistent customer 
experience over different communication channels. Also, U.S. Patent No. 8,976,955 did not add 
any inventive concept to cross-channel customer service, Judge Andrews said. Nice had argued 
that the claims required complex mathematical models to generate the automatic, real-time 
analysis — tasks humans cannot perform given the enormous amount of data — but the judge 
rejected that this made the system and method patent-eligible. Rather, the claims merely 
directed to use computer components to add efficiency to this abstract idea, Judge Andrews 
said. Finding Nice’s patent invalid, he dismissed the Israeli company’s infringement suit against 
ClickFox.

Nice Systems Ltd. et al. v. ClickFox Inc., No. 15-cv-743, 2016 WL 4941984 (D. Del. Sept. 15, 
2016).

Related Court Document: 
Order: 2016 WL 4941984

U.S. GOVERNMENT INTERPRETS ‘SUBSTANTIAL PORTION’ FOR HIGH COURT

The United States has thrown its support behind Life Technologies in the biotech corporation’s 
patent fight before the U.S. Supreme Court over whether a single component can constitute 
a “substantial portion” of a device assembled abroad. U.S. Solicitor General Ian Heath 
Gershengorn says the U.S. Court of Appeals for the Federal Circuit erred in finding there is a 
possibility that Life Tech induced infringement of Promega Corp.’s DNA-testing kit patent. The 
Federal Circuit’s decision rested primarily on its interpretation of Section 271(f)(1) of the Patent 
Act, 35 U.S.C.A. § 271(f)(1), which provides that in order to find inducement, one must supply 
“all or a substantial portion of the components of a patented invention” in the production of an 
infringing product. The amicus brief filed on behalf of the U.S. government recognizes that the 
term “substantial” can refer “both to qualitative importance and to quantitatively large sizes.” 
However, if Congress would have wanted the qualitative definition to apply to the provision, it 
would have not included the words “of the components” and just wrote “all or a substantial 
portion of a patented invention,” the brief says.

Life Technologies Corp. et al. v. Promega Corp., No. 14-1538, amicus brief filed (U.S. Sept. 8, 
2016).

Related Court Documents: 
Amicus brief: 2016 WL 4728374 
Federal Circuit opinion: 773 F.3d 1338
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